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Patent Pledges at the International Trade Commission 

Elizabeth I. Winston* 

The United States International Trade Commission (“ITC”) investigates alleged 
trade violations of Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337) 
including importation of products infringing patents.  This paper seeks to explore the 
impact of voluntary public commitments made by patentees, limiting the enforcement 
and exploitation of their patents, on the role of the ITC in protecting domestic industry. 
The ITC exists to protect domestic industry, and not the patent.  A patent pledge may 
preclude the seeking of injunctive relief, but that goes to the patent itself. Exclusion 
orders are an appropriate remedy for infringement of a patent subject to a patent pledge, 
unless the exclusion order is contrary to the public interest.  An exclusion order is not an 
injunction, and can be not conclusively precluded by a patent pledge.  The exclusion 
order is a statutory mandate that can be overcome only by evidence that the statutorily-
enumerated public interest factors are frustrated.  The availability of an exclusion order 
remains critical to a continuing balance of encouraging contribution to standard setting 
bodies, while still allowing access to standards, preventing unfair competition and 
protecting our domestic industry. 

I. Patent Pledges at the International Trade Commission 

The United States economy is dependent on regulating and protecting 
American industry and trade.  Over the centuries, the United States government 
has regulated domestic industry through a variety of means, including tariffs 
and import restrictions.  Tariffs were the primary means of regulation initially, 
and were administered by the United States Tariff Commission.1 Over time, 
tariffs declined in importance and import restrictions increased in importance in 
regulations of domestic industry.2 Reflecting this shift, in 1974, the Tariff 
Commission was renamed the United States International Trade Commission 
(“ITC”).   
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1 William A. Perry, Administration of the Import Trade Laws by the United States 
International Trade Commission, Vol. 3 B.U. Int’l L.J. 345 (1985). 

2 Id.    
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Central to the mission of the ITC is its ability to protect domestic industry 
and promote trade by regulating “imports claimed to injure a domestic industry 
or violate U.S. intellectual property rights.”3  The ITC is entrusted with the task 
of determining whether a complainant has established: (1) unfair competition or 
an unfair act, e.g., patent or trademark infringement; (2) importation, sale for 
importation, or sale after importation into the United States of the accused 
products; and (3) the existence of a domestic industry relating to the product in 
question.  In investigations that are not based upon alleged infringement of 
federal statutory intellectual property rights, a complainant also must prove 
(4) that the alleged unfair act has caused or threatens to cause injury.4 

If unlawful activities are found, then the ITC may issue a general exclusion 
order (GEO) directed to all articles that violate the U.S. intellectual property 
rights and injure a domestic industry; the ITC can issue a limited exclusion order 
(LEO) directed to only the specific articles that are named in the complaint and 
violate the U.S. intellectual property rights; and/or the ITC can issue a cease and 
desist order directed to the persons engaging in the violations of the U.S. 
intellectual property rights.5  Each of these allows the ITC to protect domestic 
industry in a different and powerful fashion.6  The Trade Act of 1974 specifically 
gave the ITC the power to issue cease and desist orders, for instance, because 
“the existing statute, which provides no remedy other than exclusion of articles 
from entry, is so extreme or inappropriate in some cases that it is often likely to 
result in the Commission not finding a violation of this section, thus reducing the 
effectiveness of section 337 for the purposes intended.”7  Cease and desist orders 
expanded the ITC’s power, giving it the ability to regulate infringing methods for 
the first time, an important part of the imposition of import restrictions.  

The ITC is not an agency established to protect intellectual property right 
holders, but rather to protect the industry using intellectual property rights and 
both its scope of interest and the scope of available remedies is limited by such. 
This paper will focus on the ITC’s investigations of violations based on patent 
infringement, but it is important to note that the ITC has the ability to regulate 

                                                 
3 Mission Statement, UNITED STATES INTERNATIONAL TRADE COMMISSION, 

http://www.usitc.gov/press_room/mission_statement.htm (last visited June 1, 2015).   

4 19 U.S.C. § 1337 (2012).   

5 Id.   

6 Certain Welded Stainless Steel Pipe and Tube, Inv. No. 337-TA-29, USITC Pub. 863 
(Feb. 1978) (“Prior to 1974 the sole power of the Commission in section 337 cases was to 
recommend to the President an exclusion order.”).   

7 U.S. Senate, Report of the Committee on Finance to accompany H.R. 10710, Trade 
Act of 1974, S. Rept. No. 93-1298 (93rd Cong., 2nd Sess.) 1974 at p. 198.   

http://www.usitc.gov/press_room/mission_statement.htm
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other forms of unfair competition and other unfair acts. By establishing and 
empowering the ITC, Congress has made it clear that it is a violation of United 
States law to import an article that infringes a patent and harms domestic 
industry. Infringement of a United States patent requires the use of the patented 
subject matter without the permission of the patent holder.  A patent pledge is an 
offer by a patentee to refrain from asserting patents under certain conditions, to 
license patents on terms that are “fair, reasonable and non-discriminatory” 
(FRAND), or to bargain in good faith over licensing terms.8 Patent pledges raise a 
number of questions in the context of the ITC.  The first question to ask is 
whether failure to comply with a patent pledge is a basis for an action in the ITC.  
The next question is what does it mean to fail to comply?  Must a party to a 
patent pledge refuse to negotiate to be brought before the ITC, or simply refuse 
to negotiate in good faith?  After that, the question must become, what is the 
difference between litigation in federal courts, and requesting a government 
investigation in the ITC.  Still more questions are raised by the difference in 
available remedies, as well as the potential scope of a patent pledge.  All of this 
begs the question of what is the impact on domestic industry of a patent pledge.   

First, we must have a better understanding of what a patent pledge is.  Often, 
the patent pledge reflects a promise that a patent holder has made to a 
standards-development organization (SDO) that it will license its essential 
patents to others on FRAND terms.  Here are several such examples:  

 When an ESSENTIAL IPR relating to a particular STANDARD or 
TECHNICAL SPECIFICATION is brought to the attention of ETSI, 
the Director-General of ETSI shall immediately request the owner 
to give within three months an irrevocable undertaking in writing 
that it is prepared to grant irrevocable licenses on fair, reasonable 
and non-discriminatory (“FRAND”) terms and conditions under 
such IPR….9 

  [A] license to such essential patent claim(s) will be made available 
to applicants desiring to utilize the license for the purpose of 
implementing the standard either: 

o i)  under reasonable terms and conditions that are 
demonstrably free of any unfair discrimination; or 

                                                 
8 Jorge Contreras, Patent Pledges, ___ Ariz. St. L. J. ___, available at 

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2525947. 

9 ETSI, Intellectual Property Rights Policy § 6, 
http://www.etsi.org/images/files/IPR/etsi-ipr-policy.pdf (last visited June 1, 2015).   

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2525947
http://www.etsi.org/images/files/IPR/etsi-ipr-policy.pdf
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o ii)  without compensation and under reasonable terms and 
conditions that are demonstrably free of any unfair 
discrimination.10  

 “Reasonable Rate” shall mean appropriate compensation to the 
patent holder for the practice of an Essential Patent Claim 
excluding the value, if any, resulting from the inclusion of that 
Essential Patent Claim’s technology in the IEEE Standard.11 

Other patent pledges are not limited to a particular SDO, such as Tesla’s pledge 
to “not initiate patent lawsuits against anyone who, in good faith, wants to use 
[Tesla’s] technology.”12  Another patent pledge reads simply: “No first use of 
software patents against companies with less than 25 people.” 13   

Is a patent pledge a contract? If so, who are the parties, and what rights do 
third parties have under these voluntary pledges?  Does a patent pledge give rise 
to contractual obligations, a breach of which could potentially render the patent 
unenforceable for misuse? Should patent pledges preclude the issuance of 

                                                 
10ANSI, ANSI Essential Requirements: Due process requirements for American 

National Standards § 3.1.1(b), 
http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%2
0National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essenti
al_Requirements.pdf (last visited June 1, 2015).   

11 IEEE, IEEE-SA Standards Board Bylaws § 6.1, 
http://standards.ieee.org/develop/policies/bylaws/sect6-7.html (last visited June 1, 
2015).   

12 Elon Musk, All Our Patents Are Belong to You, Tesla Blog, June 12, 2014, 
http://www.teslamotors.com/blog/all-our-patent-are-belong-you.  

13 The Patent Pledge, http://paulgraham.com/patentpledge.html;  see also ETSI, 
Intellectual Property Rights Policy, http://www.etsi.org/images/files/IPR/etsi-ipr-
policy.pdf (last visited June 1, 2015)(“When an ESSENTIAL IPR relating to a particular 
STANDARD or TECHNICAL SPECIFICATION is brought to the attention of ETSI, the 
Director-General of ETSI shall immediately request the owner to give within three 
months an irrevocable undertaking in writing that it is prepared to grant irrevocable 
licenses on fair, reasonable and non-discriminatory (“FRAND”) terms and conditions 
under such IPR”); see also ANSI, ANSI Essential Requirements,  
http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%2
0National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essenti
al_Requirements.pdf (last visited June 1, 2015)(“[A] license to such essential patent 
claim(s) will be made available to applicants desiring to utilize the license for the 
purpose of implementing the standard either: i)  under reasonable terms and conditions 
that are demonstrably free of any unfair discrimination; or ii)  without compensation 
and under reasonable terms and conditions that are demonstrably free of any unfair 
discrimination.”).   

http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%20National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essential_Requirements.pdf
http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%20National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essential_Requirements.pdf
http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%20National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essential_Requirements.pdf
http://standards.ieee.org/develop/policies/bylaws/sect6-7.html
http://paulgraham.com/patentpledge.html
http://www.etsi.org/images/files/IPR/etsi-ipr-policy.pdf
http://www.etsi.org/images/files/IPR/etsi-ipr-policy.pdf
http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%20National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essential_Requirements.pdf
http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%20National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essential_Requirements.pdf
http://publicaa.ansi.org/sites/apdl/Documents/Standards%20Activities/American%20National%20Standards/Procedures,%20Guides,%20and%20Forms/2015_ANSI_Essential_Requirements.pdf
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exclusionary relief in these investigations, because the pledge set forth licensing 
terms that self-regulate competition?  Contracts require privity – who is privy to 
each patent pledge? The public? The author of the terms of the pledge? The 
organization? or the members of that organization?  To a large extent this is a 
factual question – if the terms of the organization dictate to whom the offer is 
made, then we must abide by that.  If the intentions of the parties are manifest, 
then we must abide by those, but otherwise, we need to look to the language of 
the offer itself, which can differ from agreement to agreement.   

There are many arguments that a patent pledge is a contract.14 In order for a 
patent pledge to be a contract, we must look at the language carefully and 
determine whether each individual patent pledge is a contract on its own terms.  
This, of course, presents tremendous problems, due, in no small part to the 
variety and nature of potential patent pledges.  Because of the breadth of parties 
participating, many patent pledges are, on their face, ambiguous and indefinite. 
The language used is equivocal. It neither fixes the precise terms of the offer nor 
furnishes a positive key to its establishment. The terminology used many not 
only be confusing but inherently unworkable as a formula.  More recent 
scholarship has argued that patent pledges are inherently not contracts.  First,  

the simplified offer-acceptance-consideration model … does not reflect the 
actual manner in which most FRAND commitments are made.  Most of 
these commitments are not set forth in an agreement between the patent 
holder and the SDO.  Rather, they are contained in SDO policies, bylaws 
and other types of statements.15   

In other words, these commitments may be nothing more than agreements to 
agree, or agreements to negotiate in good faith, lacking privity, clarity, and 
enforceability through pure breach of contract remedies.  In no small part, the 
problem with the model is focused on the language “fair and reasonable.” What 
does fair and reasonable mean?  A Kentucky court wrote, over fifty years ago, in 
determining what a fair and reasonable rent was: 

                                                 
14 See, e.g., Research In Motion Ltd. v. Motorola, Inc., 644 F. Supp. 2d 788, 797 (N.D. 

Tex. 2008)(“RIM argues that Motorola has breached the contracts it made with IEEE and 
ETSI to license its patents on FRAND terms.”); Apple Inc. v. Samsung Electronics Co., 
No. 11-CV-01846, 2012 WL 1672493, at *11 (N.D. Cal. May 14, 2012) (“Apple's theory is 
that Samsung entered into a contract with ETSI when it submitted its FRAND 
declarations.”); Apple, Inc. v. Motorola Mobility, Inc., 886 F. Supp. 2d 1061, 1083 (W.D. 
Wis. 2012)(“ Motorola entered into binding contractual obligations with ETSI and IEEE 
to license its declared-essential patents on fair, reasonable and nondiscriminatory 
terms.”). 

15 Jorge Contreras, Why FRAND Commitments are Not (usually) Contracts, 
Patently-O Blog, Sept. 14, 2014, http://patentlyo.com/patent/2014/09/commitments-
usually-contracts.html.   

http://patentlyo.com/patent/2014/09/commitments-usually-contracts.html
http://patentlyo.com/patent/2014/09/commitments-usually-contracts.html
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All rents tend to be reasonable. When parties are trying to reach an 
agreement, however, their ideas or claims of reasonableness may widely 
differ. In addition, they have a right to bargain. They cannot be said to be 
in agreement about what is a reasonable rent until they specify a figure or 
an exact method of determining it. The term ‘reasonable rent’ is itself 
indefinite and uncertain. Would an original lease for a ‘reasonable rent’ be 
enforceable by either party? The very purpose of a rental stipulation is to 
remove this item from an abstract area.16 

In a more recent case, addressing the difficulties of determining what “fair and 
reasonable” means, and the other issues associated with good faith negotiation, 
Judge Andrews, of the District of Delaware, wrote: 

First, even if the Court were to determine a FRAND rate, I am unclear as 
to how I could actually enforce such a ruling. While both Nokia, and to a 
greater extent ZTE, have indicated their “willingness” to accept a license, 
there has been no sworn affidavit by either company that they would sign 
a license. Companies can change or sell their product lines. They can enter 
and withdraw from markets. They can appeal district court decisions, and 
initiate other litigation, which would either delay or derail a final 
judgment. All the Court's determination of a FRAND rate would 
accomplish would be to give a data point from which the parties could 
continue negotiations. Second, the determination of a FRAND rate would 
not lead directly to a patent license as multiple other license issues would 
still need to be negotiated between the parties, any one of which could 
become a sticking point. For example, license agreements often include 
agreements as to warranties, indemnification, cross-licensing, trademarks 
and attribution, insurance, etc. Therefore, it is evident to the Court that 
even if the Court were able to determine the FRAND rate in an efficient 
manner, which the Court finds highly dubious considering that there are 
500 or so possibly relevant patents, the Court's FRAND finding would 
have little utility and serve little to no useful purpose.17 

The best argument for enforcement of patent pledges seems to arise under a 
quasi-contractual remedy of market reliance estoppel, as articulated by Professor 
Jorge Contreras.18  Professor Contreras’ market reliance theory is modeled after a 

                                                 
16 Walker v. Keith, 382 S.W.2d 198, 202 (Ky. 1964). 

17 InterDigital Communications, Inc. v. ZTE Corp., 2014 WL 2206218, at *3 (D. Del. 
May 28, 2014).   

18 Jorge Contreras, A Market Reliance Theory for FRAND Commitments and Other Patent 
Pledges, ___ Utah L. Rev. __, available at 
http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2309023.   

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2309023
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traditional promissory estoppel approach, but instead of requiring privity 
between the promisor and the promise, Professor Contreras proposes that 
enforcers of patent pledges look to the promises made to the market by the 
promisor which voluntarily place patent rights in “a largely uncharted middle 
ground between the full commercial exploitation of patent rights and the 
abandonment of those rights to the public domain.”19   These uncharted waters 
must be navigated in transactional settings, by parties to the pledges, as well as 
parties affected by the pledges, in traditional courtroom settings, where the 
question of patent assertion, and the issue of determining a fair and reasonable 
rent must be decided, and in government investigations, including those before 
the ITC.  

II. Statutory Relief is Not Judicial Decision Making 

The Constitution of the United States gives Congress the power to “promote 
the progress of science and useful arts, by securing for limited times to authors 
and inventors the exclusive right to their respective writings and discoveries.”20  
The Patent Code, based in the United States Constitution, grants patentees the 
right “to exclude others from making, using, offering for sale, or selling the 
invention throughout the United States.” 21  One way to enforce this right to 
exclude is through injunctive relief.22  Injunctive relief is deeply rooted in United 
States patent law, going back almost two hundred years.  In 1790, Congress 
passed the first Patent Act, establishing that a patent was an exclusive right and 
providing for monetary damages if the patent right was infringed.  Within 20 
years, Congress authorized injunctive relief as a remedy for patent 
infringement.23  Today, in language virtually unchanged in since that first 
authorization, the current statute reads: 

                                                 
19 Jorge Contreras, Patent Pledges, ___ Ariz. St. L. J. ___, available at 

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2525947.   

20 U.S. CONST., art. 1, § 8, cl. 8.   

21 35 U.S.C. § 154 (2013).   

22 35 U.S.C. § 283 (2012).   

23 The earlier Patent Acts each established that a patent was an exclusive right, and 
provided a remedy for violation of that right, but not injunctive relief.  The Patent Act of 
1790 required that “every person so offending, shall forfeit and pay to the said patentee 
or patentees, his, her or their executors, administrators or assigns such damages as shall 
be assessed by a jury, and moreover shall forfeit to the person aggrieved, the thing or 
things so devised, made, constructed, used, employed or vended, contrary to the true 
intent of this act, which may be recovered in an action on the case founded on this act.”, 
Act of Apr. 10, 1790, 1 Stat. 109 (1790) available at 
http://www.ipmall.info/hosted_resources/lipa/patents/Patent_Act_of_1790.pdf (last 

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2525947
http://www.ipmall.info/hosted_resources/lipa/patents/Patent_Act_of_1790.pdf
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The several courts having jurisdiction of cases under this title may grant 
injunctions in accordance with the principles of equity to prevent the 
violation of any right secured by patent, on such terms as the court deems 
reasonable.24 

Injunctive relief in patent infringement suits upholds the very purpose of the 
grant of a patent -- the right to exclude others from practicing the patented art.25  
Prior to 2006, it was “the general rule that an injunction will issue when 
infringement has been adjudged, absent a sound reason for denying it.”26  
Injunctive relief is a powerful tool, and when wrongfully applied, the results can 
be crippling to an innocent party.  The Supreme Court has, therefore, set forth a 
demanding four-prong test for determining whether a permanent injunction is 
an appropriate remedy.  Outside of patent law, permanent injunctions were 
never a default remedy, and were issued only after the courts determined that 
the party seeking the permanent injunction passed that rigorous test, and that the 
equities dictated issuance of the injunction.  In 2006, the Supreme Court, for the 
first time, in eBay v. MercExchange,27 held that this test applies equally to patent 
holders seeking injunctive relief, overturning a decision by the Federal Circuit 
holding “that courts will issue permanent injunctions against patent 
infringement absent exceptional circumstances.”28 Therefore, today, a patent 

                                                                                                                                                 
visited June 1, 2015).   By 1793, the law required that “every person so offending, shall 
forfeit and pay to the patentee, a sum, that shall be at least equal to three times the price, 
for which the patentee has usually sold or licensed to other persons, the use of the said 
invention; which may be recovered in an action on the case founded on this act, in the 
circuit court of the United States, or any other court having competent jurisdiction.” 
Patent Act of 1793, ch. 11, 1 Stat. 318 (1793), available at 
http://www.ipmall.info/hosted_resources/lipa/patents/Patent_Act_of_1793.pdf (last 
visited June 1, 2015).  In 1800, the law was amended to limit the damages set forth in the 
Patent Act of 1793 to “a sum equal to three times the actual damage sustained by such 
patentee.”  Act of April 17, 1800, Ch. 25, 2 Stat. 37, 38.  In 1819, Circuit courts were given 
jurisdiction over patent infringement suits “in equity as at law”, allowing courts to 
“grant injunctions, according to the course and principles of courts of equity.”  Act of 
Feb. 15, 1819, ch. 19, 3 Stat. 481. 

24 35 U.S.C. § 283 (2012). 

25 See, e.g., Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1246-47 (Fed. Cir. 1989) 
(“Infringement having been established, it is contrary to the laws of property, of which 
the patent law partakes, to deny the patentee's right to exclude others from use of his 
property.”). 

26 Id. 

27 547 U.S. 388 (2006).   

28 MercExchange, L.L.C. v. eBay, Inc., 401 F. 3d 1323, 1339 (Fed. Cir. 2005), vacated 
547 U.S. 388 (2006).   

http://www.ipmall.info/hosted_resources/lipa/patents/Patent_Act_of_1793.pdf


 9 

owner seeking a permanent injunction must prove the following four elements: 
“(1) that it has suffered an irreparable injury; (2) that remedies available at law, 
such as monetary damages, are inadequate to compensate for that injury; (3) that, 
considering the balance of hardships between the plaintiff and defendant, a 
remedy in equity is warranted; and (4) that the public interest would not be 
disserved by a permanent injunction.”29   

Patent owners who have made patent pledges have a difficult time satisfying 
the first two factors set forth by the Supreme Court.  To further understand the 
issues inherent in this, we can look to one recent example.  Agere is a patent 
owner, a member of IEEE, and the owner of two patents that it designated as 
essential to the 802.11 standard.  Per IEEE’s terms, Agere  “submitted Letters of 
Assurance, as required by the IEEE Standards Board Bylaws, stating that it ‘is 
prepared to grant a license to an unrestricted number of applicants on a 
worldwide, non-discriminatory basis and on reasonable terms and 
conditions.’”30  Agere’s agreement to license its patent to all applicants renders 
moot any argument that monetary damages are inadequate to compensate for 
any injury.  By definition, Agere is stating that they will license the essential 
patents, and that a monetary figure can be assigned to the license agreement.  If a 
party is later found to infringe, the court can determine what a reasonable 
royalty should be, and assess damages that are at least that amount.   

This does not mean that Agere should never be able to enjoin another party 
from infringing a patent.31  Injunctions are on-going remedies.  Damages are a 
salve for past injuries.  If Agere can show that another party outright refuses to 
take a license, or that infringement will continue, despite a payment of damages, 
then we have a patent hold-out as opposed to patent hold-up. A patent hold-up 
occurs when a patentee asserts a:  

patent to exclude a competitor from a market or obtain a higher price for 
its use than would have been possible before the standard was set, when 
alternative technologies could have been chosen. This type of patent hold-
up … may induce prospective implementers to postpone or avoid making 
commitments to a standardized technology or to make inefficient 
investments in developing and implementing a standard in an effort to 
protect themselves. Consumers of products implementing the standard 
could also be harmed to the extent that the hold-up generates 

                                                 
29 eBay Inc v. MercExchange, L.L.C., 547 U.S. 388 (2006).   

30 Realtek Semiconductor Corp. v. LSI Corp., 946 F. Supp. 2d 998, 1001 (N.D. Cal. 
2013).  

31 Id. (“an injunction may be warranted where an accused infringer of a standard-
essential patent outright refuses to accept a RAND license.”).   

http://www.supremecourt.gov/opinions/05pdf/05-130.pdf
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unwarranted higher royalties and those royalties are passed on to 
consumers in the form of higher prices.32 

A patent hold-out, on the other hand, arises when a party outright refuses to 
negotiate a license with the patentee in the hopes of escaping a reasonable 
royalty rate altogether. However, both patent hold-ups and patent hold-outs are 
the exception to the normal practice. 33 It is more difficult, post eBay, to receive 
injunctive relief, and if a party has agreed to a patent pledge, then the tightened 
requirements of eBay and the normal course of fair dealing between parties, 
rather than patent hold-outs and hold-ups renders injunctive relief more of a 
theoretical possibility than a realistic threat, as it should be.34  Fewer injunctions 
have been granted by District Courts post-eBay,35 and, patent pledges interpreted 
property should limit injunctions further when irreparable harm cannot be 
proven.  As can be seen from the Agere example, if Agere has agreed to license 
its patent to everyone, then its harm is the amount of licensing fees that the 
infringer refused to pay.   

That being said, an exclusion order is not an injunction -- it is directed at the 
products, not the parties.  Even if a patent pledge renders injunctive relief at best 
a theoretical possibility, a different analysis must take place for exclusion orders 
– a statutorily mandated remedy to protect trade rather than an equitable 

                                                 
32 United States Department of Justice and United States Patent and Trademark 

Office, Policy Statement on Remedies for Standards-Essential Patents Subject to 
Voluntary F/RAND Commitments, January 8, 2013, 
http://www.uspto.gov/about/offices/ogc/Final_DOJ-
PTO_Policy_Statement_on_FRAND_SEPs_1-8-13.pdf. 

33 See, e.g., Telecommuications Industry Association, Re: Federal Trade Commission 
Request for Comments and Announcement of Workshop on Standard-Setting Issues (Patent 
Standards Workshop, Project No. P11-1204), June 14, 2011, 
https://www.ftc.gov/sites/default/files/documents/public_comments/request-
comments-and-announcement-workshop-standard-setting-issues-project-no.p111204-
00016%C2%A0/00016-60530.pdf (“TIA has never received any complaints regarding …  
‘patent hold-up’ and does not agree that ‘patent holdup’ is plaguing the information and 
telecommunications technology … standard development processes.”).   

34 James Ratliff & Daniel L. Rubinfeld, The Use and Threat of Injunctions in the RAND 
Context, 1 J. Competition L. & Econ. 1, 9 (2013)(“[T]he existence of that threat does not 
lead to holdup as feared by those who propose that a RAND pledge implies (or should 
embody) a waiver of seeking injunctive relief. If RAND terms are reached by 
negotiation, the negotiation is not conducted in the shadow of an injunctive threat but 
rather in the shadow of knowledge that the court will impose a set of terms if the parties 
do not reach agreement themselves.”).    

35 See Colleen Chien, Mark Lemley, Patent Holdup, the ITC, and the Public Interest, 98 
Cornell L. Rev. 1, 9-10 (2012).   

https://www.ftc.gov/sites/default/files/documents/public_comments/request-comments-and-announcement-workshop-standard-setting-issues-project-no.p111204-00016%C2%A0/00016-60530.pdf
https://www.ftc.gov/sites/default/files/documents/public_comments/request-comments-and-announcement-workshop-standard-setting-issues-project-no.p111204-00016%C2%A0/00016-60530.pdf
https://www.ftc.gov/sites/default/files/documents/public_comments/request-comments-and-announcement-workshop-standard-setting-issues-project-no.p111204-00016%C2%A0/00016-60530.pdf
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remedy designed to protect the parties. The difference between exclusion orders 
granted under Section 337 and injunctions granted under the Patent Act, 35 
U.S.C. § 283, follows “the long-standing principle that importation is treated 
differently than domestic activity.”36  Again, by statute, the ITC is required to 
issue an exclusion order upon the finding of a Section 337 violation absent a 
finding that the effects of one of the statutorily-enumerated public interest factors 
counsel otherwise.  

As contrasted with the remedial scheme established by Congress for 
proceedings before the Commission, the statutory remedies available in 
proceedings before the district courts are quite different. In addition to the 
remedy of damages under 35 U.S.C. § 284, Congress gave district courts 
the discretion to grant injunctive relief and in doing so made explicit that 
such discretion is to be exercised “in accordance with the principles of 
equity ... on such terms as the court deems reasonable.37 

The traditional principles of equity do not apply to the ITC, which grants 
relief through a different statutory underpinning that requires an evaluation of 
set public interest factors rather than the “equitable concerns at issue in eBay.”38  
As the Federal Circuit said so deftly, “[t]he scope of the public interest factors 
recited in Section 337 is a matter of statutory interpretation not necessarily 
informed by the same principles of equity relevant to the grant of permanent 
injunctive relief under 35 U.S.C. § 283.”39  An exclusion order does not prohibit a 
foreign manufacture from attempting to import articles into this country; rather 
it orders Customs to block the importation of illegal articles.   Despite what the 
White House says, the ITC does not issue injunctions, and does not need to 
change its standards to “better align it with the traditional four-factor test in eBay 
Inc. v. MercExchange, to enhance consistency in the standards applied at the ITC 
and district courts.”40  eBay does not apply to the ITC, because, again, an 
exclusion order is not an injunction, and because of the difference between the 
fundamental purpose of the ITC and the Patent Act. 

The Patent Act exists to promote the progress of science and the useful arts, 
the ITC exists to protect the Untied States domestic industry and trade. 
Protecting trade and promoting science and the useful arts requires different 

                                                 
36 Spansion, Inc. v. Int'l. Trade Comm'n., 629 F.3d 1331, 1359 (Fed. Cir. 2010) 

37 Id.   

38 Id.   

39 Id.  

40 Fact Sheet: White House Task Force on High-Tech Patent Issues, White House 
(June 4, 2013), http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-
white-house-task-force-high-tech-patent-issues.   

http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-patent-issues
http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-patent-issues
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focuses, a concept that is clearly not understood.  In a Wall Street Journal opinion 
piece from 2006, the Journal wrote: 

The big picture here is that the ITC has emerged as the patent bar's venue 
of choice to evade this year's Supreme Court decision in eBay. That ruling 
raised the bar on permanent injunctions in patent-infringement cases. But 
the ITC isn't subject to eBay, remarkably enough, so lawyers and patent 
holders have descended on the agency for a quick protectionist hit….  The 
ITC staff seem only too happy to expand their turf in this fashion; they 
think they've died and gone to bureaucratic heaven….  In many of these 
high-tech patent cases, there is no domestic supplier of the products 
involved. Congress could step in and limit the ITC's authority to ban 
products from the U.S. market in what are really patent, rather than trade, 
cases.41 

The ITC does regulate trade, and is under no requirement to prove an 
irreparable harm in order to issue an exclusion order.  In a recent case, it was 
argued that “the public interest inquiry in [the ITC] is similar to the traditional 
test for injunctive relief” applied under eBay.42  The ITC correctly responded to 
the argument by pointing out “that eBay does not apply to Commission remedy 
determinations.” 43  The Federal Circuit held that “Congress intended injunctive 
relief to be the normal remedy for a Section 337 violation and that a showing of 
irreparable harm is not required to receive such injunctive relief.” 44  The Federal 
Circuit pointed to Congressional history to support this holding.  “[I]n passing 
the Tariff Act of 1930 … Congress eliminated the monetary remedy for 
intellectual property import violations, representing a legislative determination 
that an injunction is the only available remedy for violations of Section 337.” 45  
The Federal Circuit then looked to the 1988 amendments to Section 337, which 
removed “the requirement of proof of injury to the domestic industry and 
making it unnecessary to show irreparable harm to the patentee in the case of 
infringement by importation.” 46  The Congressional Committee that drafted the 
amendments expressly stated that it did “not intend that the ITC, in considering 

                                                 
41 “Smoot-Hawley’s Revenge,” Wall Street Journal, August 23, 2006, 

http://www.wsj.com/articles/SB115629065211742815.   

42 Spansion at 1358. 

43 Id. 

44 Id. 

45 Id. 

46 Id. 

http://www.wsj.com/articles/SB115629065211742815
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the public health and welfare, or the President, in reviewing the ITC’s 
determination on policy grounds, will reintroduce these requirements.”47    

 Given the different statutory underpinnings for relief before the Commission 
in Section 337 actions and before the district courts in suits for patent 
infringement … eBay does not apply to Commission remedy determinations 
under Section 337….  The difference between exclusion orders granted under 
Section 337 and injunctions granted under the Patent Act, 35 U.S.C. § 283, 
follows “the long-standing principle that importation is treated differently 
than domestic activity.”48   

Exclusion orders are a valuable remedy that, as a matter of policy, not just 
reality, must remain available to parties to patent pledges.49  Even a cursory 
examination of procedures at the ITC will illustrate the importance of the public-
interest in every facet of an ITC determination, fundamental to the very nature of 
an exclusion order.  Exclusion orders are not injunctions.  In one patent pledge,  
Google asserted that, with respect to the covered patents, Google “shall neither 
(i) initiate legal proceedings against the other party’s standard essential patents 
nor (ii) seek injunctive relief in litigation commenced after the date of this letter 
for their respective standard essential patents.”  Google goes on to define 
“injunctive relief” as used in this agreement to include “exclusion orders issued 
by the U.S. International Trade Commission pursuant to 19 U.S.C. § 1337.”50  

                                                 
47 Id. 

48 Id. 

49 United States Department of Justice and United States Patent and Trademark 
Office, Policy Statement on Remedies for Standards-Essential Patents Subject to 
Voluntary F/RAND Commitments, January 8, 2013, 
http://www.uspto.gov/about/offices/ogc/Final_DOJ-
PTO_Policy_Statement_on_FRAND_SEPs_1-8-13.pdf. (“An exclusion order may still be 
an appropriate remedy in some circumstances, such as where the putative licensee is 
unable or refuses to take a F/RAND license and is acting outside the scope of the patent 
holder’s commitment to license on F/RAND For example, if a putative licensee refuses 
to pay what has been determined to be a F/RAND royalty, or refuses to engage in a 
negotiation to determine F/RAND terms, an exclusion order could be appropriate. Such 
a refusal could take the form of a constructive refusal to negotiate, such as by insisting 
on terms clearly outside the bounds of what could reasonably be considered to be 
F/RAND terms in an attempt to evade the putative licensee’s obligation to fairly 
compensate the patent An exclusion order also could be appropriate if a putative license 
is not subject to the jurisdiction of a court that could award damages. This list is not an 
exhaustive one.”).   

50 Letter from Allen Lo, Deputy General Counsel, Google, to Gordon Day, President, 
IEEE (Feb. 8, 2012), available at http://www.scribd.com/doc/80976133/12-02-08-
Google-to-IEEE-on-MMI-Patents.   

http://www.uspto.gov/about/offices/ogc/Final_DOJ-PTO_Policy_Statement_on_FRAND_SEPs_1-8-13.pdf
http://www.uspto.gov/about/offices/ogc/Final_DOJ-PTO_Policy_Statement_on_FRAND_SEPs_1-8-13.pdf
http://www.scribd.com/doc/80976133/12-02-08-Google-to-IEEE-on-MMI-Patents
http://www.scribd.com/doc/80976133/12-02-08-Google-to-IEEE-on-MMI-Patents
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Along these lines, the FTC, the USPTO and the DOJ have argued before the ITC 
that exclusion orders should not be issued with respect to standard essential 
patents, because of the risk of patent hold-up.51  Again, this does not reflect the 
fundamental difference between exclusion orders and injunctions.   

Section 337 actions give the ITC the power to investigate complaints brought 
by owners of United States intellectual property who allege that they are being 
subjected to unfair competition due to the importation of infringing products 
into the United States.  The patentee is not using the patent against another 
company, the patentee is not initiating a patent lawsuit – there is no lawsuit, only 
an investigation.  One argument that patent pledges should not apply to the ITC, 
is that the patentee is not bringing suit over patent infringement, but rather is 
alleging that the domestic industry is being injured in this country due to the 
importation of infringing articles, and is asking the United States government to 
investigate that allegation.  If the ITC decides to institute an investigation, then 
the ITC is protecting U.S. domestic industry, not the patentee’s rights.  ITC 
jurisdiction is limited to imported products, and cannot extend to domestic 
production.  The ITC can only protect industry through the issuance of an 
exclusion order or a cease and desist order – there are no other remedies, and the 
patentee cannot be awarded damages by the ITC.   

However, the ITC has enforced covenants not to sue with respect to ITC 
investigations, despite the fact that it is the executive branch of the government 
investigating and enforcing laws as required by the Constitution of the United 
States. 52  Why?  Because a covenant not to sue renders irrelevant any question of 
patent infringement, meaning there is no violation under which to bring an ITC 
action.  Infringement is the use of the patent without permission of a patent 
holder.  A covenant not to sue is permission of a patent holder to use the patent 
in appropriate circumstances. 53  That permission renders void any potential 

                                                 
51 Certain Wireless Devices with 3G and/or 4G Capabilities and Components 

Thereof, Initial Determination, Inv. No. 337-TA-868, (June 13, 2014), 
http://www.essentialpatentblog.com/wp-
content/uploads/sites/234/2014/07/2014.06.26-Initial-Determination-on-Violation-
PUBLIC-337-TA-868smMRC.pdf (“The essence of the arguments made by the FTC and 
PTO/DOJ against the availability of exclusion orders is that by having an exclusion 
order hanging over the negotiations, there is a risk of ‘Patent holdup’: that is the owner 
of the IPR may obtain renumeration beyond the value of the IP, because it is a 
standard.”) 

52 Texas Instruments Inc. v. Tessera, Inc., 231 F.3d 1325, 1331 (Fed. Cir. 2000) 
(“[S]ection 337 proceedings at the ITC are recognized as litigation.”).   

53 Gen. Protecht Group, Inc. v. Leviton Mfg. Co., 651 F.3d 1355, 1363-64 (Fed. Cir. 
2011).   

http://www.essentialpatentblog.com/wp-content/uploads/sites/234/2014/07/2014.06.26-Initial-Determination-on-Violation-PUBLIC-337-TA-868smMRC.pdf
http://www.essentialpatentblog.com/wp-content/uploads/sites/234/2014/07/2014.06.26-Initial-Determination-on-Violation-PUBLIC-337-TA-868smMRC.pdf
http://www.essentialpatentblog.com/wp-content/uploads/sites/234/2014/07/2014.06.26-Initial-Determination-on-Violation-PUBLIC-337-TA-868smMRC.pdf
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infringement, removing any basis for the filing of a complaint at the ITC.  This 
logic should extend to the enforcement of patent pledges as well.   

Tesla’s broad patent pledge limits its scope to “good faith” users, allowing 
“other manufacturers to use its patents in ‘good faith’ – essentially barring those 
users from filing patent-infringement lawsuits against [Tesla] or trying to 
produce knockoffs of Tesla’s cars.” 54 Under the above analysis, if a party is using 
a patent in good faith, then Tesla has no basis to file a complaint in the ITC, since 
the party is not infringing, but is using the patent in good faith with the 
permission of the patent pledge.  On the other hand, if a party is not operating 
within the scope of the patent pledge, then Tesla is entitled to protection of its 
patents and its domestic industry, regardless of its patent pledge to allow others 
to use its patents in good faith.  Tesla may file a complaint in the ITC, and bring 
suit in the federal court system, and will face different standards in each.    

III. Public Interest Factors 

The statutory language giving the ITC its powers sets forth a demanding 
four-prong test for determining whether an exclusion order is in the public’s 
interest.  These public interest factors are critical to understanding the difference 
between injunctions and exclusion orders. 55  Since 1974, Congress has required 
the ITC to consider the impact on the public interest before ordering a remedy 
for a violation.  In order to issue a remedy, the ITC must find the lack of a 
detrimental effect of the remedy order on the following four elements: “[1] the 
public health and welfare; [2] competitive conditions in the United States 
economy; [3] the production of like or directly competitive articles in the United 
States; and [4] United States consumers.”56  This inquiry is the fundamental 
difference between actions in the district courts and actions in the ITC, and 
renders the traditional test for injunctive relief that district courts apply under 
eBay superfluous. “The legislative history of the amendments to Section 337 
indicates that Congress intended injunctive relief to be the normal remedy for a 
Section 337 violation and that a showing of irreparable harm is not required to 

                                                 
54 Jerry Hirsch & Tiffany Hsu, Elon Musk Opens up Tesla Patents; It ‘Isn’t Entirely 

Altruistic’, L.A. Times (June 12, 2014, 3:48 PM), 
http://www.latimes.com/business/autos/la-fi-hy-elon-musk-opens-tesla-patents-
20140612- story.html#page=1. 

55 S. Rep. 100-71 at 128 (1987)(“The importation of any infringing merchandise 
derogates from the statutory right, diminishes the value of the intellectual 
property, and thus indirectly harms the public interest.”).   

56 19 U.S.C. § 1337 (2012).   
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receive such injunctive relief.”57   As discussed above, when Congress passed the 
Tariff Act of 1930,58 Congress “eliminated the monetary remedy for intellectual 
property import violations, representing a legislative determination that an 
injunction is the only available remedy for violations of Section 337.” 59  
Furthermore, in easing the requirements to bring suit in the ITC under the 
Omnibus Trade and Competitiveness Act of 1988,60 Congress rendered 
unnecessary any showing of “irreparable harm to the patentee in the case of 
infringement by importation.” 61  This is one of the most important difference 
between the eBay factors required for injunctive relief, and the findings required 
for a determination of a violation of Section 337 by the ITC.  To suggest that the 
ITC can be aligned with eBay is to ignore Congressional intent.62   

Since 1974, when Congress amended Section 337 to require the ITC to 
consider public interest factors in determining whether a remedy should be 
issued for a violation, there have been only three investigations in which the ITC 
has found that a patent owner’s rights are infringed, but that public interest 
dictated no remedy be issued.63 The public interest considerations, when present, 
are important, as can be seen by a brief analysis of the three investigations that 
resulted in a finding of a violation, but issuance of no remedy.  In 1978, the ITC 
determined that the importation of automatic crankpin grinders violated section 

                                                 
57 Spansion at 1358. 

58 Pub.L. No. 71–361, 46 Stat. 590.   

59 Spansion at 1358. 

60 Pub.L. No. 100–418, 102 Stat. 1107 

61 Spansion at 1358.   

62 Fact Sheet: White House Task Force on High-Tech Patent Issues, White House 
(June 4, 2013), http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-

white-house-task-force-high-tech-patent-issues (“Change the ITC standard for 

obtaining an injunction to better align it with the traditional four-factor test in 

eBay Inc. v. MercExchange, to enhance consistency in the standards applied at the 

ITC and district courts.”). 

63 Certain Automatic Crankpin Grinders; USITC Pub. 1022, Inv. No. 337-TA-60, 
Comm'n Op. at 17 (Dec. 1979) (citing S. Rep. No. 93-1298, 93rd Cong., 2d Sess. 197 
(1974)) ("Crankpin Grinders"); see Certain Devices for Connecting Computers Via Telephone 
Lines, USITC Pub. 2843, Inv. No. 337-TA-360, Comm'n Op. at 10 (Dec. 1994); Certain 
Fluidized Supporting Apparatus & Components Thereof, USITC Pub. 1667, Inv. Nos. 337-TA-
182/188, Comm'n Op. at 5 (Oct. 1984) ("Fluidized Supporting Apparatus"); Certain Inclined-
Field Acceleration Tubes & Components Thereof, USITC Pub. 1119, Inv. No. 337-TA-67 
Comm'n Op. at 21-22 (Dec. 1980) ("Acceleration Tubes"). 

http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-patent-issues
http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-patent-issues
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337, however “the public interest factors enumerated in subsections (d) and (f) of 
the statute preclude the imposition of a remedy.”64  The ITC concluded:  

[T]he public interest considerations, namely the domestic industry's inability 
to supply crankpin grinders which can be used to produce on a timely basis 
more energy efficient automobiles, and the engine producer's need for 
additional automatic crankpin grinders prior to the expiration of the patent 
are stronger than complainant's rights to enforcement of its patent monopoly 
through a remedy pursuant to section 337.65 

Shortly thereafter, in 1980, the ITC investigated inclined-field acceleration 
tubes and components thereof that were used for scientific research.  Finding that 
the “investigation raises significant public interest issues--pure scientific research 
and the advancement of knowledge” the ITC concluded that there was a 
violation, but that there should be no remedy.66  The ITC found that “basic 
scientific research … is precisely the kind of activity intended by Congress to be 
included when it required the Commission to consider the effect of a remedy on 
the public health and welfare.” 67  There were alternatives available, but the cost 
and performance of those alternatives rendered the alternatives unacceptable to 
the public.  The most recent decision in which the ITC found the public interest 
to outweigh the protection of domestic industry was issued in 1984 in an 
investigation into hospital beds particularly adapted for burn victims.68  A 
violation was found, but the ITC held that public health considerations overrode 
the interests of the exclusive patent licensee seeking the exclusion order. 69 The 
Commission took note of the findings of the Administrative Law Judge (ALJ) 
that “if a temporary exclusion order were issued some patients might not have 
access to burn beds at all in the interim period” and that “the patented burn beds 
‘provide benefits unavailable from any other device or method of treatment’.”70     

In each of these cases the ITC found violations of section 337, but issued no 
remedy since the public interest factors outweighed protecting our domestic 
industry. The patents at issue affected traditional public interest concerns: health; 
transportation and scientific research.  The statute mandates that every ITC 
investigation evaluate the public interest factors, and these considerations 

                                                 
64 Crankpin Grinders.   

65 Crankpin Grinders.   

66 Acceleration Tubes.   

67 Acceleration Tubes.   

68 Fluidized Supporting Apparatus.   

69 Fluidized Supporting Apparatus.   

70 Fluidized Supporting Apparatus.   
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are not meant to be given mere lip service. On the contrary "public health 
and welfare and the assurance of competitive conditions in the United States 
economy must be the overriding considerations in the administration of this 
statute."71   

This weighing of the public interest is one of the fundamental differences 
between ITC investigations and litigation through the federal court system.  A 
brief overview of ITC procedure will illustrate both the importance of the public 
interest factors at the ITC and some of the differences between ITC proceedings 
and federal litigation. ITC actions begin with the filing of a complaint.  In that 
complaint, the complainant must submit a statement on the public interest that 
addresses “how issuance of the requested relief . . . in this investigation could 
affect the public health and welfare in the United States, competitive conditions 
in the United States economy, the production of like or directly competitive 
articles in the United States, or United States consumers.”72  The complainant’s 
statement must also address the statutorily set forth public interest factors.73  
Nearly all complaints result in investigations.74  The filing of a complaint initiates 
a thirty-day time period in which the Commission determines whether to 
institute an investigation. During that time period, the public and proposed 
respondents are asked to comment on “whether the requested investigation 
raises public interest concerns,” 75 and parties and the public have an opportunity 
to submit comments76 and respond to any issues set forth in the complaint or the 
complainant’s statement on public interest.77 

                                                 
71 Acceleration Tubes (quoting S. Rep. 93-1298, 93d Cong., 2d Sess. 197 

(1974)(emphasis supplied)).   

72 19 C.F.R. § 210.8(b)(2012).   

73 As set forth in section 337, the complainant must address what the impact of a 

potential exclusion order would be on “the public health and welfare, competitive 
conditions in the United States economy, the production of like or directly 
competitive articles in the United States, and United States consumers.”  19 U.S.C. 
§ 1337 (2012).   

74 International Trade Commission Trial Lawyers Association, Frequently Asked 
Questions, http://www.itctla.org/resources/faqs (last visited June 1, 2015) (“only in 
extremely rare circumstances does the ITC decide not to institute an investigation.”).   

75 Paul C. Goulet and P. Andrew Riley, An Option For Public Interest Factfinding at the 
Commission, 337 Reporter (September 2010), 
http://www.finnegan.com/resources/articles/articlesdetail.aspx?news=7a240345-5fc6-
429b-83a0-2c052a1d29ba.   

76 See, e.g., Letter from Tom Schaumberg, Michael Doane, Jeffrey I.D. Lewis, Scott 
Howard, to The Honorable Marilyn R. Abbott, Secretary, USITC, (Aug. 13, 2010), Re: 
Certain Adjustable Height Beds and Components Thereof, Docket No. 2747, August 13, 2010 

http://www.itctla.org/resources/faqs
http://www.finnegan.com/resources/articles/articlesdetail.aspx?news=7a240345-5fc6-429b-83a0-2c052a1d29ba
http://www.finnegan.com/resources/articles/articlesdetail.aspx?news=7a240345-5fc6-429b-83a0-2c052a1d29ba
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Upon institution of an investigation, the Chief ALJ at the ITC assigns an ALJ 
to the investigation and may assign “an investigative attorney from the 
Commission's Office of Unfair Import Investigations (‘OUII’), who functions as 
an independent litigant representing the public interest in the investigation. The 
investigative attorney is a full party to the investigation.”78  The Commission can 
go a step further, and specifically delegate fact-finding on the public interest to 
the ALJ assigned to the case as part of the investigation.79   The Commission has 

                                                                                                                                                 
available at http://www.steptoe.com/assets/htmldocuments/337-2747.pdf (“In 
response to the Commission's Notice of Solicitation of Comments Relating to the Public 
Interest (75 F.R. 48724, Aug. 11, 2010), the following comments are submitted on behalf 
of Medical Depot, Inc. d/b/a Drive Medical Design and Manufacturing….  The 
Commission has previously concluded that access to necessary medical equipment, such 
as hospital beds, is a significant public interest consideration that could warrant denial 
of relief….  Accordingly, should the Commission institute an investigation based on 
Invacare's complaint, it should give the public interest full consideration, including the 
taking of public interest evidence, before issuing any relief.”).   

77 ITC rule 210.8(c) limits submissions from any party to five pages, which are due 
eight days after publication of the receipt of the complaint in the Federal Register. P. 
Andrew Riley, Examining the Evolving Role the Public Interest Plays at the ITC, Landslide 
September/October 2013, 
http://www.finnegan.com/resources/articles/articlesdetail.aspx?news=8b69e714-3e57-
4c48-9e49-e2c47c664eca.   

78 Section 337 Investigations: Frequently Asked Questions, USITC Pub. 4105, USITC 
(March 2009), http://www.usitc.gov/intellectual_property/documents/337_faqs.pdf.  
The assignment of OUII attorneys is based on those investigations in which the 
investigative attorney “is able to provide the greatest added value and expertise” and no 
OUII attorneys will be parties to “section 337 cases, which are less likely to draw upon 
[the office’s] expertise.”  Supplement to the Strategic Human Capital Plan, 2009-2013, 
USITC, Jan. 2011, 
http://www.usitc.gov/press_room/documents/human_capital_plan_supplemental_1-
18-2011.pdf .   

79  19 C.F.R. § 210.8(b)(“The Commission may order the administrative law judge to take 
evidence and to issue a recommended determination on the public interest based 
generally on the submissions of the parties and the public under § 210.8(b) and (c). If the 
Commission orders the administrative law judge to take evidence with respect to the 
public interest, the administrative law judge will limit public interest discovery 
appropriately, with particular consideration for third parties, and will ensure that such 
discovery will not delay the investigation or be used improperly. Public interest issues 
will not be within the scope of discovery unless the administrative law judge is 
specifically ordered by the Commission to take evidence on these issues.”); See, e.g., 61 
Fed. Reg. 39468-69 (July 29, 1996) (institution of Inv. No. 337-TA-389 for Certain 
Diagnostic Kits for the Detection & Quantification of Viruses) ("[T]he Commission delegates 
to the presiding administrative law judge for this investigation the authority to compel 

http://www.steptoe.com/assets/htmldocuments/337-2747.pdf
http://www.finnegan.com/resources/articles/articlesdetail.aspx?news=8b69e714-3e57-4c48-9e49-e2c47c664eca
http://www.finnegan.com/resources/articles/articlesdetail.aspx?news=8b69e714-3e57-4c48-9e49-e2c47c664eca
http://www.usitc.gov/intellectual_property/documents/337_faqs.pdf
https://www.law.cornell.edu/cfr/text/19/210.8#b
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delegated public-interest fact-finding in around 20 percent of all Section 337 
investigations instituted. 80  As the investigation proceeds, the ALJ issues an 
initial determination, which the Commission may review at its discretion.  If the 
Commission does not review the initial determination, the ALJ’s decision 
becomes the ITC’s final determination.  If at least one Commissioner votes to 
review the initial determination, then the Commission reviews the initial 
determination before issuing the ITC’s final determination.  After the ITC 
determines that a violation of section 337 has occurred, then the Office of the 
United States Trade Representative (USTR) reviews the final determination.81  
The USTR receives the decision of the ITC, and can review and disallow the 
ITC’s proposed order within 60 days. 82   The District Courts do not face this 
additional step, nor should they.  There is a judicial process that promotes the 
science and useful arts and an executive process that provides support for the 
domestic industry and trade.  If the USTR does not specifically disapprove the 
ITC’s determination within a 60-day period, then the determination stands as the 
final determination and judgment can be effectuated.83  During each of these 
stages, public interest factors may be evaluated.   

The presence of the public interest factors in every stage of the ITC’s 
considerations, and the absence of a requirement of irreparable harm reflect the 
fundamental differences between injunctions and exclusion orders.  Patent 

                                                                                                                                                 
discovery, take evidence, and hear argument with respect to the public interest in this 
investigation, as appropriate, and directs the presiding administrative law judge to 
include findings of fact and conclusions of law on public interest issues in any 
recommended determination filed with the Commission.”); 74 Fed. Reg. 52258-59 (Oct. 
9, 2009)(Institution of Inv. No. 337-TA-688 for Certain Hybrid Electric Vehicles)(“the 
Commission delegates to the presiding administrative law judge for this investigation 
the authority to compel discovery, take evidence, and hear argument with respect to the 
public interest in this investigation, as appropriate, and directs the presiding 
administrative law judge to include findings of fact and conclusions of law on public 
interest issues in any recommended determination filed with the Commission.”).   

80 Shara Aranoff, Recent Trends In Medical Device Patent Litigation at the ITC – Part 
1, Inside Medical Devices Blog, Oct. 29, 2014, 
http://www.insidemedicaldevices.com/2014/10/29/recent-trends-in-medical-device-
patent-litigation-at-the-itc-part-1/ (“For cases involving medical devices, however, the 
referral rate is 50 percent— not surprising when one of the public interest factors the 
commission must consider is whether exclusion of a product would be detrimental to 
the public health and welfare.”).   

81 See 19 U.S.C. § 1337(j)(2) (2012); Memoranda of President, Assignment of Certain 
Functions Under Section 337 of the Tariff Act of 1930, 70 Fed. Red. 4325 (July 21, 2005).   

82 19 U.S.C. § 1337(j)(2)(2012).   

83 19 U.S.C. § 1337(j)(2)(2012). 

http://www.insidemedicaldevices.com/2014/10/29/recent-trends-in-medical-device-patent-litigation-at-the-itc-part-1/
http://www.insidemedicaldevices.com/2014/10/29/recent-trends-in-medical-device-patent-litigation-at-the-itc-part-1/
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pledges may make proving irreparable harm vastly more difficult, but they may 
also tilt the finding of public interest factors so that an exclusion order is not an 
automatic result of the filing of a complaint before the ITC.  The vast majority of 
patent pledges that have been litigated in the ITC are those involving standard 
setting organizations. In fact, no non-SEP patent pledges have been raised in 
actions at the ITC.  However, the numerous complaints filed regarding 
infringement of standard essential patents provide a basis for understanding the 
broader issue, and are part of the important conversation in deciding why a 
statutorily required protection of domestic industry is not satisfactorily 
circumvented by a patent pledge. Again, the pledges may circumvent injunctive 
relief, and take it out of the picture for patent hold-ups at a minimum, but section 
337 actions do not exist to protect the patentee, but rather the industry.  The in 
rem nature of 337 jurisdiction means that the in personam jurisdiction over 
contractual issues will never be a good fit at the ITC.  

2013 marked the first time the ITC issued exclusionary relief on a FRAND 
encumbered SEP.  It also brought a rare disapproval of the ITC’s order.  There 
have only been six investigations in which the United States Trade 
Representative of the Executive Office of the President (USTR) has disallowed 
the remedy issued by the ITC. 84  The most recent disapproval came after a 
complaint was filed by Samsung seeking exclusion of certain smartphones and 
tablets, most notably early generation iPhones, which infringed a patent owned 
by Samsung and were subject to a voluntary FRAND commitment.  The ITC 
found a violation of section 337, and issued an exclusion order as well as a cease 
and desist order.  The President, through USTR Michael Froman, disapproved of 
the Commission’s exclusion order for policy reasons, stating that “[l]icensing 
SEPs on FRAND terms is an important element of the Administration’s policy of 
promoting innovation and economic progress and reflects the positive linkages 
between patent rights and standards setting.”85   USTR Froman went on to state 

                                                 
84 Certain Welded Stainless Steel Pipe and Tube, Inv. No. 337-TA-29 (Feb. 1978); Certain 

Headboxes and Papermaking Machine Forming Sections for the Continuous Production of Paper, 
and Components Thereof, Inv. No. 337-TA-82, USITC Pub. No. 1197 (Nov. 1981); Certain 
Molded-In Sandwich Panel Inserts and Methods for their Installation, Inv. No. 337-TA-99 
(May 1982), USITC Pub. No. 1246 (May 1982); Certain Alkaline Batteries, Inv. No. 337-TA-
165, USITC Pub. No. 1616 (Nov. 1984), aff'd Duracell Inc. v. U.S. Int'l Trade Comm'n, 778 
F.2d 1578 (Fed. Cir. 1985); Certain Dynamic Random Access Memories, Inv. No. 337-TA-242, 
USITC Pub. No. 2034 (Nov. 1987); Certain Electronic Devices, Including Wireless 
Communication Devices, Portable Music and Data Processing Devices, and Tablet Computers, 
Inv. No. 337-TA-794.   

85 Letter from Michael B. G. Froman, United States Trade Rep., to Irving A. 
Williamson, Chairman, USITC (Aug. 3, 2013), available at 
http://www.ustr.gov/sites/default/files/08032013%20Letter_1.PDF. 

http://www.ustr.gov/sites/default/files/08032013%20Letter_1.PDF
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that “in any future cases involving SEPs that are subject to voluntary FRAND 
commitments” the Commission should evaluate whether a hold-up is occurring 
as well as the question of what the impact of such is on the public interest 
factors.86  The USTR was concerned with “the various policy considerations…. 
[a]s they relate to the effect on competitive conditions in the U.S. economy and 
the effect on U.S. consumers.”87   This decision has echoes of the only antitrust 
action that resulted in a remedy issued by the ITC.  In 1978, the USITC ordered 
eleven Japanese firms to cease and desist engaging in unfair competitive 
practices in the manufacturing and importing of certain welded stainless steel 
pipe and tube, and to not price the product below the average variable cost of 
production without commercial justification.88  This predatory pricing scheme 
was found to restrain trade in the United States.89  That decision, too, was 
disapproved of by the President, despite the detrimental effect on competition, 
due to other policy reasons.90   

It is clear that an exclusion order may be detrimental to the public interest 
factors.91 This, however, is for the ITC to decide when they weigh the public 
interest factors against the actions of the infringing party.  Section 337 actions 
should not be automatically ruled out, simply because of the existence of a patent 
pledge, or speculation by the Department of Justice that:  

A decision maker could conclude that the holder of a F/RAND-encumbered, 
standards-essential patent had attempted to use an exclusion order to 
pressure an implementer of a standard to accept more onerous licensing 
terms than the patent holder would be entitled to receive consistent with the 
F/RAND commitment—in essence concluding that the patent holder had 
sought to reclaim some of its enhanced market power over firms that relied 
on the assurance that F/RAND-encumbered patents included in the standard 
would be available on reasonable licensing terms under the SDO’s policy. 92 

                                                 
86 Id. 

87 Id. 

88 In re Welded Stainless Pipe and Tube, USITC Inv. No. 337-TA-29 (1978), 43 Fed. 
Reg. 789-90 (1978).   

89 Id.   

90 Id. (specifically enumerated among these reasons was “The detrimental effect of 
the imposition of the remedy on the national economic interest.”).   

91 19 U.S.C. § 1337 (2012).   

92 United States Department of Justice and United States Patent & Trademark Office, 
Joint Policy Statement on Remedies for Standards–Essential Patents Subject to Voluntary 
F/RAND Commitments at 6 (Jan. 8, 2013), 
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The ITC is uniquely situated to evaluate the public interest factors, and is, in fact, 
statutorily mandated to conduct such an evaluation.  There is more at play here 
than a one size fits all rule.93  As Judge Essex stated in an investigation of a 
complaint concerning an SEP: 

[T]here is no evidence that the [ITC] ought to go beyond the statute, and 
assume that the remedy of an exclusion order should be removed from the 
case.  Neither the agreements imposed by the [SSO], nor the law nor public 
policy require us to offer [the alleged offenders] a safe haven, where they are 
free to avoid their own obligations under the agreements, can manufacture 
potentially infringing goods without license or consequence, can seek to 
invalidate the IPR in question, and yet are free from the risk of a remedy 
under 19 USC 1337.  This one sided administration of the law is against both 
the Administrative Procedure Act 5 USC § 554 and Commission regulation 
19 CFR § 200.735-101.94 

An exclusion order is an appropriate remedy for infringement of a patent 
subject to a patent pledge, if the public interest factors do not dictate otherwise.  
The issuance of an exclusion order is a statutory mandate that can be overcome 
only by evidence that the enumerated public interest factors are frustrated.  The 
mere possibility that a threat of patent hold-up or hold-out harms competitive 
conditions in the United States and United States consumers does not rise to the 
level of requiring a finding of irreparable harm to the patentee before the 
issuance of an exclusion order.  The availability of an exclusion order – in 
situations where a patent pledge is in play– remains critical to a continuing 
balance of encouraging contribution and participation while still allowing access 
to patents subject to such pledges.   

                                                                                                                                                 
http://www.uspto.gov/about/offices/ogc/Final_DOJ-
PTO_Policy_Statement_on_FRAND_SEPs_1-8-13.pdf 

93 The ITC has relied on public interest factors to delay the start of an exclusion order 
and to adjust the scope of an exclusion order recognizing the fact that even though an 
exclusion order may be the appropriate remedy, the public may benefit from an 
amelioration of the exclusion order.  See Colleen Chien, Mark Lemley, Patent Holdup, the 
ITC, and the Public Interest, 98 Cornell L. Rev. 1, 28, 33 (2012).   

94 Certain Wireless Devices with 3G and/or 4G Capabilities and Components 
Thereof, Initial Determination, Inv. No. 337-TA-868, (June 13, 2014), 
http://www.essentialpatentblog.com/wp-
content/uploads/sites/234/2014/07/2014.06.26-Initial-Determination-on-Violation-
PUBLIC-337-TA-868smMRC.pdf 
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IV. Conclusion 

When a patent pledge sets forth such vague terms as “in good faith” or “fair 
and reasonable”, litigation will be, at times, inevitable.  Stipulations such as these 
have been the source of interminable litigation, but can hardly be said to replace 
the role of the ITC.  It is well within the jurisdiction of the ITC to determine the 
impact of patent pledges on domestic industry, and to evaluate the public 
interest in participation in patent pledges, as well as enforcement of the same.  
Congress determined that it should be illegal to import articles that infringe 
patents and impact domestic industry.  The policy considerations are very 
different than the policy considerations in the federal court system.  There is no 
requirement that domestic industry be harmed, or that the patentee suffer an 
irreparable injury in order to file a complaint at the ITC.  Exclusion orders are not 
injunctions, and the public interest factors statutorily mandated at the ITC are 
not the same as the equitable factors used to determine whether injunctive relief 
is appropriate.  Voluntary public commitments made by patentees, in the form of 
patent pledges limit the enforcement and exploitation of their patents, but do not 
limit the role of the ITC in protecting domestic industry. The ITC exists to protect 
domestic industry, and not the patent.  If the patent is being used within the 
context of the patent pledge, then no violation has occurred, since it is not 
infringement to use as patent as allowed by the patentee.  If infringement occurs 
by use of the patent outside the scope of the pledge, then the patent pledge may 
still preclude the seeking of injunctive relief, but not exclusion orders. Exclusion 
orders are an appropriate remedy for infringement of a patent subject to a patent 
pledge, unless the exclusion order is contrary to the public interest. An exclusion 
order is not an injunction, and can be not conclusively precluded by a patent 
pledge.  The exclusion order is a statutory mandate that can be overcome only by 
evidence that the statutorily-enumerated public interest factors are frustrated, 
and requires no showing of irreparable harm, as required to obtain injunctive 
relief.  The availability of an exclusion order remains critical to a continuing 
balance of encouraging participation in patent pledges, while still preventing 
unfair competition and protecting our domestic industry. 


