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I. Introduction 
 
 
 On January 14th, 2015 Elon Musk explained Tesla Motor’s approach to their 
electric vehicle patent pledge at a press conference at the sold-out Automotive News 
World Congress in Detroit Michigan: 
 

Reporter: How many automakers are using your patents? 
Elon Musk: We don’t require any form of discussions. They can just go ahead 
and use them. 
Reporter: Is there a licensing process? 
Elon Musk: No. You just use them. Which I think is better because then you 
don’t have to get into any kind of discussion or whatever. So we don’t know. 
You will see it in the cars that come out, if they choose to use them. 1 

 
It was on June 12, 2014 that Elon Musk first announced Tesla Motor’s patent 

pledge on Tesla’s blog, explaining: “Tesla Motors was created to accelerate the 
advent of sustainable transport. If we clear a path to the creation of compelling 
electric vehicles, but then lay intellectual property landmines behind us to inhibit 
others, we are acting in a manner contrary to that goal. Tesla will not initiate patent 
lawsuits against anyone who, in good faith, wants to use our technology.”2 
 
 These types of pledge announcements are gaining popularity nationwide, 
especially among the new guild of disruptive Silicon Valley companies. It’s hard to 
throw a stone in Silicon Valley without hitting at least one person who holds a non-
traditional view to the patent system. Whether it’s the Electronic Frontier 

                                                        
1 January 14, 2015 Press Conference held at the Automotive news World Congress in Detroit, 
Michigin. Video and transcript available on YouTube, “Elon Musk on why Hydrogren Fuel cell is dumb 
(2015), available at https://www.youtube.com/watch?v=Y_e7rA4fBAo (3:28-3:50). 
2  Elon Musk, “All Our Patent Are Belong to You”, Tesla Website Blog, January 12, 2014, 
http://www.teslamotors.com/blog/all-our-patent-are-belong-you. (Note on the title of the blog 
announcement: the grammatical structure is reference to a popular catchphrase “All Your Base Are 
Belong to Us” which swept across the Internet at the dawn of the 21st century as early as 1998.  For 
more information, see Urban Dictionary for the term, 
http://www.urbandictionary.com/define.php?term=all+your+base+are+belong+to+us (last visited 
May 10, 2015). 

https://www.youtube.com/watch?v=Y_e7rA4fBAo
http://www.teslamotors.com/blog/all-our-patent-are-belong-you
http://www.urbandictionary.com/define.php?term=all+your+base+are+belong+to+us
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Foundation decrying a broken patent system3, Google’s lobbyist in Washington 
calling for patent reform4, or the prolific Stanford Law professor Mark Lemely who 
questions the value of patents for innovation altogether5, the historical role of 
patents is being tested with fervor. 
 
 In this environment, the nature of and potential for patent pledges is 
compelling because it allows patent holders (instead of government reform efforts 
or legal approaches) to ameliorate some of the imbalances in the system. These 
imbalances, which include the innovation hold-up issue covered extensively by 
Colleen Chien, Robin Feldman, Brian Love and others, and is sometimes discussed in 
the context of the Anticommons by scholars such as Mark Janis6 and Bridget 
Nugent7, are serious issues that do impact the pace and scale of innovation. 
However, it might be that agreements such as patent pledges can be used to 
overcome, or at the very least mitigate, these unintended harms of what would 
otherwise be a very sophisticated and useful patent system. 
 
 That being said, there are several obstacles to overcome before patent 
pledges are useful within the larger context of a dysfunctional patent ecosystem 
inundated by lack of transparency as well as information asymmetry to the value 
and commercial application of patents. The way patent pledges are publicized and 
made available today is not effective in reaching the desired level of distribution of 
the underlying open access contained in these pledges. For one, the term “Patent 
Pledge” itself is chalk full of ambiguity, and the value of informal media 
pronouncements are, from a legal perspective, minimally understood.  
 

                                                        
3 See i.e., “The Patent System is Broken,”  https://www.eff.org/patent (last visited May 11, 2015). 
4 See, i.e., Catherine Ho, “As Patent Trolling Goes Mainstream, So Too Does a Lobbying Group Created 
to Fight It”, Washington Post, August 11, 2013 available at 
http://www.washingtonpost.com/business/capitalbusiness/as-patent-trolling-goes-mainstream-so-
too-does-a-lobbying-group-created-to-fight-it/2013/08/09/cda0cf22-fee4-11e2-9a3e-
916de805f65d_story.html.  
5 Feldman, Robin and Lemley, Mark A., Does Patent Licensing Mean Innovation? (February 15, 2015). 
Stanford Law and Economics Olin Working Paper No. 473; Stanford Public Law Working Paper No. 
2565292; UC Hastings Research Paper No. 135. Available at SSRN: 
http://ssrn.com/abstract=2565292.  
6 Mark D. Janis, Second Tier Patent Protection, 40 Harv. Intl. L.J. 151, 200-206 (1999) (applying the 
anticommons theory to proposals for second tier patent regimes) 
7 Bridget R. Nugent, Moving Beyond Myriad: Replacing Genetic Patents with A Rewards-Based 
Licensing Scheme, 17 Mich. St. U. J. Med. & L. 231, 244 (2013). (“Moreover, patent protection gives 
rise to an anticommons. An anticommons is a set of situations in which too many rights exist for 
excluding the use of an object, and no privilege exists for anyone to overcome those rights and make 
use of the object.97 One of the core problems of the anticommons is underuse.98 Inventions are 
based in part on previous inventions,99 but the patent system requires that a researcher wait twenty 
years to use a patented invention in design of his own creation, unless the patent-holder is willing to 
engage in negotiations and sell a license to use it. The high transaction costs of the patent system 
obstruct the licensing of upstream patents and constrain research and development.). 
 
 

https://www.eff.org/patent
http://www.washingtonpost.com/business/capitalbusiness/as-patent-trolling-goes-mainstream-so-too-does-a-lobbying-group-created-to-fight-it/2013/08/09/cda0cf22-fee4-11e2-9a3e-916de805f65d_story.html
http://www.washingtonpost.com/business/capitalbusiness/as-patent-trolling-goes-mainstream-so-too-does-a-lobbying-group-created-to-fight-it/2013/08/09/cda0cf22-fee4-11e2-9a3e-916de805f65d_story.html
http://www.washingtonpost.com/business/capitalbusiness/as-patent-trolling-goes-mainstream-so-too-does-a-lobbying-group-created-to-fight-it/2013/08/09/cda0cf22-fee4-11e2-9a3e-916de805f65d_story.html
http://ssrn.com/abstract=2565292
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II. Legal Characteristics of Patent Pledges 
 

Patent pledges are usually press or website announcements by patent 
holders that they will not enforce their patents under certain conditions. To date, 
the viability of patent pledges have not been tested in the United States courts8, 
however the pledges appear to be enforceable under the legal theories of estoppel 
(by showing reliance on the pledges), or of implied license (by showing lawful 
acquisition and use of the patented technology).9 Alternatively, but it has yet to be 
seen, parties may call upon prior pledged commitments in a comparative way to 
FRAND commitments. Although a patent pledge is different from an SSO assigned 
FRAND commitment in the way they are formed and structured, the limiting 
function a patent pledge has on the patent holder is similar. The various legal 
mechanisms for enforcing patent pledges will be discussed in turn. 
 
 Estoppel by Reliance 
 
 Implied License 
 
 A FRAND-Equivalent Standard 
 
 Until recent years, FRAND commitments were minimally tested in courts. 
Generally speaking, parties are assumed to abide by the requirements of licensing 
under requirements set by SSO’s.10 In reality, FRAND licensing is much harder to 
understand because few of these deals are known, and there isn’t a standard FRAND 
rate calculation in wide adoption by SSOs. Making matters harder, FRAND disputes 
normally are resolved in arbitration, and the settlements are confidential leaving 
little past transactional history for parties to compare against.11  

                                                        
8 There has been one noteworthy investigation in Europe regarding IBM’s alledged abuse of a 
previous patent pledge. http://europa.eu/rapid/press-release_IP-10-1006_en.htm?locale=en.  
9 Debra Brubaker Burns, Titans and Trolls Enter the Open-Source Arena, 5 Hastings Sci. & Tech. L.J. 
33, 75-76 (2013).  
10 Yoonhee Kim, Lifting Confidentiality of Frand Royalties in Sep Arbitration, 16 Colum. Sci. & Tech. L. 
Rev. 1, 14 (2014) (To encourage widespread adoption of a voluntary standard, most standards 
setting organizations (SSOs) require their members to commit to license standard-essential patents 
(SEPs) on “fair, reasonable, and non-discriminatory (FRAND) terms.” By relying on this promise to 
license on FRAND terms, standard implementers could be free from the fear of patent assertions and 
the possibility of becoming locked in. There is little doubt that the FRAND commitment is one of the 
“safeguards” that Allied Tube called for, which makes procompetitive potentials of SDOs more 
effective.58 It is all the more so, because the FRAND commitment is made in exchange for the 
monopoly power spontaneously accrued to a patented technology by virtue of the standardization.59 
Consequently, it can be concluded that a FRAND royalty has a public character in the interest of fair 
competition.). 
 
11 Id. at 22 (“…the success of baseball-style arbitration depends in large part on how effectively the 
arbitrator gains access to each party's past FRAND licensing information. To that end, Professors 
Lemley and Shapiro argued that “willing licensees” are entitled to know any related arbitration 
award because such disclosure is justified by the “non-discriminatory” component of the FRAND 
commitment. But, in the absence of efforts to clarify the definition of “FRAND” on the part of SDOs, 

http://europa.eu/rapid/press-release_IP-10-1006_en.htm?locale=en
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 To date, and thanks in large part to the Smartphone wars producing high 
profile case law in this area, there are some established legal standards in regards to 
FRAND encumbered patents. This means, that those parties who hold rights to these 
patents are limited by what they can do with them, subject to narrow exceptions For 
example: 
 

1. ITC Exclusionary Orders: The ITC now carries a policy that it will not 
issue exclusion orders in cases in which a FRAND encumbered patent is at issue.12 In 
2012, the FTC testified in support of this position at a Senate Judiciary Committee 
hearing with FTC Commissioner Edith Ramirez stating  “the FTC believes that the 
ITC has the authority under its public interest obligations to...deny an exclusion 
order if the holder of the RAND-encumbered SEP has not complied with its RAND 
obligation.”  

 
 2. ITC Covered Injunctive Relief: The ITC has since determined that it will 

limit Covered Injunctive Relief to any one of the following four circumstances: 
 

i. The potential licensee is outside the jurisdiction of the United States District 
Courts;  

ii. Has stated in writing or in sworn testimony that it will not license the FRAND 
Patent on any terms; PROVIDED THAT for the purposes of this paragraph, 
challenging the validity, value, Infringement or Essentiality of an alleged 
infringing FRAND Patent does not constitute a statement that a Potential 
Licensee will not license such FRAND Patent; 

iii. Refuses to enter a License Agreement covering the FRAND Patent on terms 
that have been set in the Final Ruling of a Court or through Binding 
Arbitration; or  

iv. Does not provide the written confirmation requested in a FRAND Terms 
Letter within thirty (30) days ... PROVIDED, HOWEVER, that Respondents 
shall not assert in any Court that such written confirmation constitutes a 
specific agreement to license on any particular terms.13 
 
 
3. Good Faith Belief Patent is Invalid is Not a Defense to Induced 

Infringement: On My 26, 2015 the U.S. Supreme Court in Commil USA, LLC v. Cisco 
Systems, Inc. ruled that an accused infringer’s good faith belief that a patent is 
invalid is not a defense to induced infringement, reversing the Federal Circuit on 
that issue.  The Court also clarified that the scienter requirement for induced 

                                                                                                                                                                     
secrecy of past licensing information will likely continue to undermine the effectiveness of baseball-
style arbitration.”). 
12 26 Intell. Prop. & Tech. L.J. 18, 19, 26 NO. 3 Intell. Prop. & Tech. L.J. 18, 19; Prepared Statement of 
FTC Before US Senate Committee on the Judiciary, Washington, DC, July 11, 2012, p.14. 
13 26 Intell. Prop. & Tech. L.J. 18, 19-20, 26 NO. 3 Intell. Prop. & Tech. L.J. 18, 19-20 
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infringement from Global-Tech requires knowledge that the patent was infringed 
and not merely knowledge of the patent.14 
 
 4. SEP Holder Breaches FRAND Obligation if They Seek Injunctive Relief 
Without First Making a Licensing Offer. Injunctive relief barred until FRAND 
obligation and compliance therewith determined by US district court/Arbitration.15  
 
 5. SEP Holder Breaches FRAND Obligation They Make an Unreasonable 
Offer and Then Seeks Injunctive Relief. Where “unreasonable” has been defined as 
a “constructive refusal to negotiate” and requiring the licensee to license non-
essential patents in addition to the SEP(s). “Reasonable” has been defined as, for 
example, offering to cross-license, or falling within the FRAND royalty rate formula 
set out by Microsoft Corp. v. Motorola, Inc. (the first case to devise a rate calculation). 
 
 6. No Injunctive Relief Available if SSO Policy Prohibits. Occurs where 
language in SSO IPR policy contract expressly prohibits SEP holder from seeking 
injunctive relief. 
 
 Given the current state of FRAND case law, we can probably expect similar 
treatment of patent pledges. This means patent pledge makers will be limited in any 
actions they take at the ITC regarding injunctive relief and exclusionary orders. 
Cases going before the US District courts will likewise favor a pro-pledge approach 
to claims of infringement, and courts will probably declare breach of the prior 
patent pledge if enforcement action is taken. This is significant when you look at the 
nature of patent pledges: they are even less regulated than SEP patents, meaning 
patent pledge makers can attach any number of restrictions and limitations on the 
their pledge as will be discussed in section ___. 
 
 Reliability Issues 
 
 Concerns remain within open innovation and open source communities that 
patents made available for defensive purposes will eventually be used offensively. 
The original patent holder might have a change of heart or business strategy or 
some later successor may choose not to honor a predecessor's pledge.16 There is 
also an issue with transferring historical information related to agreements 
previously made, especially if they aren’t made in legal documents. Evidence of an 

                                                        
14 David Long, “Supreme Court rules Supreme Court rules belief that patent is invalid is not a defense 
to induced infringement (Commil v. Cisco),” Essential Patent Blog, May 26, 2015, available at 
http://www.essentialpatentblog.com/2015/05/supreme-court-rules-belief-that-patent-is-invalid-is-
not-a-defense-to-induced-infringement-commil-v-cisco/.  
15 Realtek Semiconductor Corp. v. LSI Corp., No. C-12-03451, 2013 WL 2181717 (N.D. Cal. May 20, 
2013). 
16 Jason Schultz, Jennifer M. Urban, Protecting Open Innovation: The Defensive Patent License As A 
New Approach to Patent Threats, Transaction Costs, and Tactical Disarmament, 26 Harv. J.L. & Tech. 
1, 14 (2012).  

http://www.essentialpatentblog.com/2015/05/supreme-court-rules-belief-that-patent-is-invalid-is-not-a-defense-to-induced-infringement-commil-v-cisco/
http://www.essentialpatentblog.com/2015/05/supreme-court-rules-belief-that-patent-is-invalid-is-not-a-defense-to-induced-infringement-commil-v-cisco/
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existing statement made in a press conference or blog post might not have been  
memorialized sufficiently to translate to downstream holders of the right.  
 

Where a patent portfolio is acquired through a hostile takeover or a 
bankruptcy proceeding, the original pledge may be particularly vulnerable to an 
aggressive business strategy.17 The risk increases when the patents are acquired 
specifically for competitive purposes or alternatively for the purpose of monetizing 
through various rent seeking campaigns. For example, below is a sampling of large 
patent portfolio sales that occurred within the past 4 years, all of which include 
between 190 to 4000 patents. There is no evidence that any of these transactions 
included patent pledges. Given most of these selected portfolios ended up going to 
buying parties that are in the business of patent assertion and monetization, such a 
patent pledge would inevitably decrease the value of the overall transaction because 
the pledge would limit how the buyer could monetize the portfolio.  There is a high 
probability that an acquiring party would rather risk breaking the patent pledge 
rather than abstaining from monetizing the portfolio. 

 
For instance, Acacia Research and Universal Display are organizations that 

rely on enforcement campaigns to collect fees as their core business model. RPX 
Corporation and IP Bridge are organizations that rely on the lingering risk of 
litigation and interruptions to business activity to sell membership and licenses 
through their aggregation services. In addition, RPX oftentimes will act as a pass 
through entity, taking licenses for their member clients and then selling the 
portfolio to organizations that are free to collect fees and enforce the patents. There 
is plenty of potential for breaching patent pledges in these circumstances in which 
the pledge is narrowly tailored to certain parties and uses, but then later 
interrupted when passed to new owners with more assertive agendas. Given this 
potential, when a party is circumspect in the future availability of enforcing its 
patents or selling them, it should avoid making a pledge which could either reduce 
the value of the patent by limiting its enforceability or risk breaching duties under 
the pledge. 

 
 

                                                        
17 Jason Schultz, Jennifer M. Urban, Protecting Open Innovation: The Defensive Patent License As A 
New Approach to Patent Threats, Transaction Costs, and Tactical Disarmament, 26 Harv. J.L. & Tech. 
1, 14 (2012) 
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In theory, a patent pledge should permanently encumber a patent and exist 

throughout the lifetime of the patent. In practice, however, there is very little 
incentive for the long-term viability of a patent pledge to survive a bankruptcy sale, 
auction, or acquisition.  
 
 
III. When Competitive Strategies Behind Pledges Shadow Good Intent 
 
 
 Pledging Low Value and Non-Core Patents 
 
 Practically speaking, patent pledges or pools by large companies might have 
little effect if the companies pledge only their less valuable patents and retain the 
more valuable ones or future ones.214  

Sale: From - To Price Paid Nature of Sale Buyer’s Business Model 
Adaptix to Acacia 
Research 

$100M 430 patents covering 
4G technology 

Patent Assertion Entity 

Fujifilm Corp to 
Universal Display 
Corp. 

$105M 1200 patents 
covering OLED 
technology 

Patent Assertion Entity 
with Operating Unit 

RealNetworks to 
Intel 

$120M 190 patents covering 
media players 

Operating Company that 
Actively Asserts Patents 

Interdigital to Intel $375M 1700 patents 
covering 3G/LTE 
technology 

Operating Company that 
Actively Asserts Patents 

Microsoft to 
Facebook 

$550M 650 patents covering 
web, instant 
messaging, and 
mobile technology 

Operating Company that 
does not Actively Assert 
Patents 

AOL to Microsoft $1.05B 925 patents covering 
Internet technology 

Operating Company that 
Moderately Asserts 
Patents 

HP to Qualcomm Undisclose
d 

2400 semiconductor 
patents  

 Operating Company that 
Actively Asserts Patents 

IBM to Twitter $36M 943 patents  Operating Company that 
does not Actively Assert 
Patents 

Rockstar 
Consortium to RPX 
Corporation 

$900M 4,000 patents 
covering mobile 
technology 

Non-Operating Patent 
Aggregator that does not 
Actively Assert Patents 

Panasonic to IP 
Bridge 

Undisclose
d 

857 electronics 
patents 

Non-Operating Patent 
Aggregator that does not 
actively Assert Patents 
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 Public Relations 
 

“Some observers suggest the original patent-pledge and patent pool concepts 
have failed and are used primarily for public relations.215 Thus, patent pledges 
have been viewed with at least some skepticism.” 
 
 Competition Against Opposing Technical Standards: The Controversial Case of 
IBM’s Patent Pledge  
  

“IBM's pledge, which is directed to open source software (as defined by the 
OSD) is far narrower, mentioning only  *31 specific patents.143 This has led to some 
uncertainty about the pledge's scope, and concerns that IBM's pledge includes 
meaningless “junk” patents instead of the more valuable “crown jewel” patents that 
might pose a more direct threat of litigation. The worry is that IBM may control via 
patent the most marketable or otherwise valuable aspects of Linux, which it cannot 
control via copyright due to the GPL's copyleft terms.” 
 
Jason Schultz, Jennifer M. Urban, Protecting Open Innovation: The Defensive Patent 
License As A New Approach to Patent Threats, Transaction Costs, and Tactical 
Disarmament, 26 Harv. J.L. & Tech. 1, 30-31 (2012) 
 

“Some software companies who hold significant patent portfolios have made 
non-aggression pledges to the free software community. Professors Schultz and 
Urban note that patent pledges often represent large actors such as IBM to meet OSS 
cultural expectations and allay fears of patent threats from companies who may 
want to join the OSS community.212 The pledges have varied in scope.” 
 
 Proposed Value Analysis of Pledged Patents to Weed Out Low-Value Pledges 
 
 In addition to listing the bibliographic information of pledges (patent 
numbers, titles, assignees), it will be necessary to understand the content of the 
patents for each respective pledge. Understanding the practical use and application 
of patents based on claims language has been a historically challenging process18, 
however as the technical patent community progresses on its research in data 
structuring and relevancy metrics, the future of automated analysis will be more 
promising, as will the process that goes into mapping those patents to relevant 
parties.  (More on this in the next section of this paper).   
 
 Given the current state of patent management technology, search and (real-
time) royal rate formulas, much of patent value analysis remains an expensive and 

                                                        
18 Ravi Mohan, Analysis of the Entire Market Value Rule in Complex Technology Litigation: Arduous 
Royalty Base Determinations, Unjust Damage Rewards, and Empirical Approaches to Measuring 
Consumer Demand, 27 Santa Clara Computer & High Tech. L.J. 639, 643 (2011) 
 



 9 

slow manual process. Bringing down the cost and barriers involved in 
communicating what is in a patent pledge, will be key to the success of pledges. One 
way accomplish these goals, is by conducting a semantic relevancy patent search 
limited to pledges (instead of searching the entire patent database). For example, 
Innography provides a frontend to a search tool where users can input a large block 
of descriptive text. Below is an example of searching a block of text taken directly 
from the IEEE 802.22-2011 Standard for Wireless Regional Area Networks in TV 
Whitespaces materials. 19   The “semantic” search option is selected (versus 
“keyword” search, which is limited to individual words. Semantic search processes 
strings of text for their linguistic meaning). 

  
 
 
 The ability to conduct this search and limit (filter) the results to patents with 
open-innovation characteristics would be immediately helpful to companies that are 
seeking to innovate in spaces with more relaxed patenting coverage (i.e. where 
companies operating in the space have made patent pledges).  Below is a proposed 
additional filter to semantic search in the Innography interface. 
 

                                                        
19 http://standards.ieee.org/getieee802/download/802.22-2011.pdf.  

http://standards.ieee.org/getieee802/download/802.22-2011.pdf
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IV.  Methods for Formalizing Patent Pledges Through ICT 
 
 
 There have been proposals for creating publicly accessible patent pledge 
databases. While many companies and non-government organizations do publish 
their own pledges on their websites, a centralized method for publication does not 
currently exist to date. Most of the existing projects involve manual research. 
Scholars such as Jorge Contreras keep spreadsheets listing the companies making 
the pledge, the legal nature of the pledge, and the link to the website where the 
pledge is made.  
 

Where pledges lack information about the legal status of the pledge, the 
patents contained, the relevancy of those patents to products and services, the 
pledge exists in relative ambiguity to its suggested purpose. Given the unpredictable 
legal status of these pledges, a more formalized method for listing them publicly 
would help qualify these pledges in a more meaningful way. 
 
 
 The Relevant Data Fields  
 
 “We need more data structuring experts in the legal profession.”  - Predictive 
Modeling Workshop, Stanford University May 1, 2015. 
 
 1. Bibliographic Information 
 2. Legal  
 3. Commercial Relevancy 
 4. Value/Validity 
 5. Disclaimers 
   
 Recordation Techniques  
 
 1. Integration into existing patent search tools via AP 
   - Who Manages the API? 
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 2. The Blockchain 
 
(Quoting Jeremy Rubin conversation regarding a Blockchain patent system) 
  
 Jeremy:   

Companies set up a non-profit patent entity 

and assign their iP to it 

and it intermediates disputes between the company 

 me:  that's not a bad idea 

 Jeremy:  internally, the entity operates a append only log 

and the member companies can publish hashes onto it 

 Jeremy:  (hashes which protect a special "merkle" patent) 

 me:  love it 

 Jeremy:  and as a part of the hash, they also select a timestamp at which they must opne the commit 

or lose certain rights 

you can play weird economic games with incentivizing opening the IP after a duration 

and the merkle patents are such that 

you no longer need first to invent 

because you are constantly filing hidden patents 

that you can extract minimum conflicting filings from 

Ie if your idea is AB and another idea is CB, you would only have to extract idea B from your patent, 

leaving idea A hidden 

 
 


