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1. INTRODUCTION  

 

Patent pledges and particularly FRAND commitments made within the context of 

standard-setting, have attracted growing attention in the European Union. The European 

Commission dealt with FRAND pledges in its decisions in Motorola
1
 and Samsung

2
 cases and 

previously in Rambus
3
. Questions relating to abuse of dominant position through refusal to 

license a FRAND pledged patent will be decided by the Court of Justice of the European 

Union in a dispute between two Chinese companies ZTE and Huawei
4
.  

The concerns addressed in the above mentioned European cases are very similar to the 

concerns raised in leading non-European jurisdictions, such as the US
5
 as well as Japan, 

China and South Korea
6
. Users of technologies protected by patents subject to patent pledges, 

particularly the FRAND commitments, usually invest substantial resources in order to 

implement such technologies. As a result of their investment the implementers are locked-in 

to such technologies and therefore may be forced to accept unfavorable licensing terms 

offered by patent owners when threatened with injunctions
7
.    

In his article A Market Reliance Theory for FRAND Commitments and Other Patent 

Pledges, Prof. Jorge Contreras analyzed various ways of assuring access to patents subjected 

to patent pledges, especially the most popular of pledges, namely the FRAND commitments. 

                                                 
1
 Case AT.39985 – Motorola – Enforcement of GPRS standard essential patents (referred to as: Motorola). 

2
 Case AT.39939 – Samsung – Enforcement of UMTS standard essential patents (referred to as: Samsung). 

3
 Case COMP/38.636 Rambus (referred to as: Rambus). 

4
 Case C-170/13 – motion for the preliminary ruling from the Landgericht Düsseldorf (Germany) filed on 

5.5.2013 r. – Huawei Technologies Co. Ltd v. ZTE Corp., ZTE Deutschland GmbH. 
5
 Contreras, Jorge L., A Market Reliance Theory for FRAND Commitments and Other Patent Pledges (April 4, 

2014). Utah Law Review, Forthcoming; American University, WCL Research Paper No. 2014-26. Available at 

SSRN: http://ssrn.com/abstract=2309023.  
6

 Standards-Essential Patents and Injunctive Relief, April 2013, Available at: 

http://www.jonesday.com/standards-essential_patents/,  p. 19-20.  
7
 Motorola, par. 231. The EU Commission discusses lock-in to GPRS technology; Rambus, par. 47. The 

Commission discusses lock-in to JEDEC DRAM standard; Samsung, par. 49. The EU Commission discusses 

lock-in to UMTS standard.     

http://ssrn.com/abstract=2309023
http://www.jonesday.com/standards-essential_patents/
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These include contractual paradigm, promissory estoppel, antitrust laws and finally a recourse 

to a novel approach, namely the market reliance theory, which is a variation on the 

promissory estoppel doctrine.  

In the European Union the implementers of pledged patents may try to protect their 

interests in the use of such patents on fair and reasonable terms by resorting to similar or 

equivalent doctrines to those analyzed by Prof. Contreras. In case of contract law 

implementers of technologies protected by pledged patents would have to refer to the national 

laws of the EU Member States or the laws of non-Member States, if they are applicable. 

Contract law is not regulated at the EU Law level, the EU Law would only be of assistance 

for the purpose of finding the law applicable to eventual contractual obligations arising as a 

result of patent pledges
8
. Similarly, it is the Member States laws that would provide answers 

as to the whether various equitable remedies were available. This would also be the case with 

abuse of right, breach of rules of good faith or contra bonos mores doctrines.   

In the EU, the implementers of pledged patents could also resort to the EU law in 

order to protect their interests. This is especially the case with the EU competition law and art. 

102 of the Treaty on the Functioning of the European Union
9
 which deals with abuses of 

dominant position. In fact the users of FRAND pledged patents have very frequently invoked 

competition law defense in order to protect against patent holders who acted contrary to their 

FRAND commitments seeking permanent injunctions
10

. Thus, the EU competition law proved 

to be an effective tool, not only in the hands of the Commission enforcing EU competition 

laws in the public interest.  

EU law could also be of assistance to implementers of pledged patents in other 

respects. The EU directive on the enforcement of intellectual property rights
11

 harmonizes 

Member States laws with respect to remedies available to intellectual property holders 

including patent holders. Although the provisions of the directive may not be directly applied 

in proceedings between two private parties
12

, as it is the Member States’ laws that implement 

the directive which are applicable to disputes between private parties, the directive might be 

                                                 
8
 Regulation (EC) No 593/2008 of the European Parliament and of the Council of 17 June 2008 on the law 

applicable to contractual obligations (Rome I), OJ L 177, 4.7.2008, p. 6–16. 
9
 Consolidated version of the Treaty on the Functioning of the European Union, OJ C 326, 26.10.2012, p. 47–

390.   
10

 Rato M., Petit N., Abuse of Market Dominance in Technology-Enabled Markets: Established Standards 

Reconsidered?, European Competition Journal, vol. 9, 1/2013, p. 24.   
11

 Corrigendum to Directive 2004/48/EC of the European Parliament and of the Council of 29 April 2004 on the 

enforcement of intellectual property rights (OJ L 157, 30.4.2004), OJ L 195, 2.6.2004, p. 16–25 (referred to as: 

Directive 2004/48). 
12

 For the CJEU case law on lack of horizontal direct effect of the directives see: Case 152/84 Marshall, [1986] 

ECR 723, par. 48; Case 91/92 Faccini Dori, [1994] ECR I‑ 3325, par. 20. 
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applied when national courts interpret the national laws implementing the directive. Some 

scholars in Europe, also as a result of US Supreme Court e-Bay ruling
13

, suggested that 

certain provisions of the directive could be used to justify a more flexible approach to 

injunctive relief
14

.    

Finally, some of the provisions of the Europe’s unitary patent package seem to be 

capable of providing assistance to the users of patents that are subject of pledges
15

. The 

Agreement on the Unified Patent Court as well as the draft Rules of Procedure
16

 provide room 

for flexible application of injunctive relief. It seems that the drafters were to some extent 

influenced by the development in the US and the equitable concerns that led to a more 

flexible approach particularly with respect to injunctive relief. The mentioned flexibility, it 

seems, could be applied in a manner favorable to those that use technologies protected by 

patents subject to pledges.  

The purpose of this paper would to look at the various ways in which the 

implementers of pledged patents could protect themselves against patent holders who act 

contrary to their publicly made commitments to license their patents. The paper shall be 

restricted to means available in the law of the European Union. It seems that it is the EU law 

and not the law of the Member States that has played the major role in providing relief to 

implementers of pledged patents so far. References will also be made to the relevant 

provisions of the Agreement on the Unified Patent Court, which forms part of the EU unitary 

patent package, but which legally is an international law agreement between the Member 

States and as such does not form part of the EU legal system
17

.      

 

2. EU COMPETITION LAW DEFENSE 

I. Introduction  

                                                 
13

 eBay v. MercExchange, LLC, 126 S. Ct. 1837 (U.S., 2006).    
14

 Ohly A., “Patenttrolle”: oder: Der Patentrechtliche Unterlassungsanspruch unter Verhatnismasigkeitvorbehalt? 

Aktuelle Entwiclungen im US-Patentrecht und ihre Bedeutung fur das deutsche und europaische Patentsystem, 

GRUR Int. 8/2008, p. 798.   
15

 I refer here to the legal instruments establishing the European Unitary Patent, namely: Regulation (EU) No 

1257/2012 of the European Parliament and of the Council of 17 December 2012 implementing enhanced 

cooperation in the area of the creation of unitary patent protection, OJ L 361, 31.12.2012, p. 1-8; Council 

Regulation (EU) No 1260/2012 of 17 December 2012 implementing enhanced cooperation in the area of the 

creation of unitary patent protection with regard to the applicable translation arrangements, OJ L361, 

31.12.2012, p. 89-92; Agreement on a Unified Patent Court, OJ C175, 20.6.2013, p. 1-40.  
16

 Preliminary set of provisions for the Rules of Procedure (“Rules”) of the Unified Patent Court, the latest draft 

version is available at: http://www.unified-patentcourt.org.  
17

 For critical assessment of the unitary patent package in Europe see: Hilty R., Jaeger T., Lamping M., Ullrich 

H., The Unitary Patent Package: Twelve Reasons for Concern (October 17, 2012). Max Planck Institute for 

Intellectual Property & Competition Law Research Paper No. 12-12. Available at SSRN: 

http://ssrn.com/abstract=2169254 or http://dx.doi.org/10.2139/ssrn.2169254 

http://www.unified-patentcourt.org/
http://ssrn.com/abstract=2169254
http://dx.doi.org/10.2139/ssrn.2169254
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Implementers of technologies protected by pledged patents invoke EU competition 

laws primarily in cases where holders of patents encumbered with FRAND commitments, 

made in the context of standard-setting, seek injunctive relief
18

. Thus, the EU competition law 

defense is primarily raised against SEP holders. Implementers of FRAND encumbered 

patents, in addition to invoking competition law defenses, seek assistance from the EU 

Commission
19

. The EU Commission decisions are binding for the national courts
20

. Filing 

complaint with the EU Commission might also result in the national court staying the 

proceedings before it
21

.    

The factual setting in majority of cases looks very similar. Patent holders who, during 

the standard-setting process promised to license their patents on FRAND terms, propose 

licensing terms that, in the opinion of the potential licensees, are neither fair nor reasonable or 

are discriminatory. The implementers, who already apply the technologies protected by such 

patents, do not agree to such terms. As a result the patent holders initiate patent infringement 

proceedings before national courts of the Member States and seek injunctive relief. The 

implementers in turn invoke competition law defense, based on the EU or national 

competition laws, or both. Invoking the EU competition law defense, potential licensees claim 

that the terms offered by the licensors could not be accepted because they were contrary to 

art. 102 TFUE. It is worth noting that blatant refusals to conclude a licensing agreement are 

rare with respect to patents encumbered with FRAND commitments.   

 

II. Conditions for the availability of the EU competition law defense 

A number of conditions must be met in order for the competition law defense to be 

successful. Firstly, as the competition law defense is based on the alleged abuse of dominant 

position, the patent holder must hold such a position
22

. Secondly, the patent holder must abuse 

his dominant position. The patent holder’s dominant position could be abused in a number of 

ways. The patent holder could simply reject to license its patent, which will not be the case 

very often. EU competition law requires that in cases of refusal there are exceptional 

circumstances before the refusal to license could be considered abusive within the meaning  

                                                 
18

 Rato M., Petit N., Abuse of Market Dominance, p. 24. 
19

 In both Motorola and Samsung cases the injunction proceeding before the national courts were already under 

way. In both cases Apple filed complaints relating to enforcement of SEPs by the SEPs holders.    
20

 Art. 16(1) of the Council Regulation (EC) No 1/2003 of 16 December 2002 on the implementation of the rules 

on competition laid down in Articles 81 and 82 of the Treaty, OJ L 1, 4.1.2003, p. 1-25 later referred to as: 

Regulation 1/2003.  
21

 Art. 16(1) third sentence of the Regulation 1/2003.  
22

 Case 85/76 Hoffmann-La Roche & Co. AG v. Commission of the European Communities, [1979] ECR 00461, 

par. 38.  
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of art. 102 TFUE
23

. This condition is interesting in the context of enforcing patent pledges. 

Particularly, one might ask whether the mere fact the a FRAND commitment was made can 

constitute such exceptional circumstances?
24

 Alternatively, the patent holder could either 

demand excessively high royalties
25

 or impose unfair licensing terms other than those relating 

the level of royalties
26

. The market position could also be abused when the licensor 

discriminates between the licensees
27

. Thirdly, it must be remembered that the patent holder is 

generally entitled to obtain an injunction against the user of patent, who is not entitled to such 

use either by statute or as a result of concluding a licensing agreement. This is also the case 

with the patent holder who holds a dominant position. Therefore, if the licensee is not a 

genuinely willing licensee, injunctive relief should be available to the patent holder
28

. 

Unwillingness would provide an objective justification for seeking injunctive relief. 

A) dominant position  

In the cases dealing with abuse of the dominant position by the SEP holders, the SEP 

holders’ dominant position on the relevant technology markets is usually established
29

. In fact 

most, if not all of the disputes in the EU, relate to SEPs in ICT markets. These markets are 

characterized by strong network effects. Thus, once the markets tip to a given technological 

standard, there is no room for competing standards. Holders of potentially competing 

technologies do not exert competitive pressure on the owners of SEPs. At least in short or mid 

term it is very unlikely. Market participants are consequently locked in to a given standard.  

B) abuse of the dominant position  

For the competition law defense to be available the patent holder must abuse his 

dominant position. The mere holding of a dominant position does not suffice. Firstly, the 

abuse of the dominant position by the patent holder could result from the outright refusal to 

license followed by a motion for an injunction in the context of the patent infringement 

proceedings. The refusal to license IP rights has been the subject of debate in Europe for 

many years now. The CJEU, in Volvo/Veng, Magill, IMS Health and Microsoft set the 

                                                 
23

 Case 238/87 Volvo v Veng [1988] ECR 6211, par. 9; Joined cases C-241/91 P and C-242/91 P, Radio Telefis 

Eireann (RTE) and Independent Television Publications Ltd (ITP) v Commission of the European Communities, 

[1995] ECR 743, par. 50 (referred to as: Magill); Case C-418/01, IMS Health GmbH & Co. OHG v NDC Health 

GmbH & Co. KG., [2004] ECR, p. I-05039, par. 52 (referred to as: IMS Health); Case T-201/04, Microsoft 

Corp. v. Commission, [2007] ECR, p. II-3620. 
24

 Samsung, par. 56.  
25

 Art. 102 (a) TFUE. 
26

 Art. 102 (a) TFUE. 
27

 Art. 102 (c) TFUE. 
28

 Geradin D., The European Commission Policy Towards The Licensing of Standard-Essential Patents: Where 

Do We Stand?, Journal of Competition Law and Economics vol. 9, 4/2013, p. 1129.   
29

 Motorola, par. 221-270; Samsung, par. 45-51; Rambus, par. 18-26. 
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conditions that must be met before the refusal can be considered an abuse within the meaning 

of art. 102 TFUE. Secondly, the abuse of the dominant position could also result from the 

licensor proposing the licensing terms that are abusive and a subsequent motion for injunction 

once the potential licensee declined to accept such abusive terms. This is likely to be the 

scenario in most of the cases.  

In both cases seeking injunctions by SEP holders will have negative effects on 

competition. Firstly, it leads to foreclosure of entry by producers of innovative standard-

compliant products. Certainly then the technical development will be limited to the prejudice 

of the consumers within the meaning of 102(b) TFEU. The consumers choice is likely to be 

smaller as a result of SEP holders enforcing injunctions. Additionally, downstream 

competition is also likely to be eliminated.  

a) refusals to license 

With respect to refusals to license, the CJEU required the existence of special 

circumstances in order to consider the refusal to license an abuse. In Magill and IMS Health 

the CJEU stated that the special circumstances consisted of hindering the appearance of the 

new product for which there was consumer demand
30

. The “new product” requirement was 

strongly debated in the EU legal literature
31

. The concept of the new product is vague 

however. What constitutes a new product is not clear.  

It seems that the CJEU, by requiring refusal to license to inhibit appearance of a new 

product, was primarily concerned with dynamic efficiency and innovation. Indeed both 

intellectual property and competition laws are primarily concerned with dynamic competition, 

that is competition through innovation and substitution. To require in competition law a 

license for the purposes of strengthening competition by imitation would mean undermining 

the foundations of intellectual property, including patent law. Some scholars also observe that 

in case of technological standards the refusal does not result in inhibiting the appearance of 

new products, rather it leads to lessening the competition by imitation.  

It is important to recognize that Magill and IMS Health were decided in concrete 

circumstances and the standard for assessment of abusive behavior applied in those cases does 

not necessarily fit the circumstances of denying access to SEPs which are subject of FRAND 

commitments, or more generally denying access to technological standards. Therefore it is 

                                                 
30

 Magill, par. 50; IMS Health, par. 52.  
31

 N. Petit, Injunctions for FRAND-Pledged SEPs: The Quest For An Appropriate Test of Abuse under Art. 102 

TFEU, European Competition Journal, vol. 9, 3/2013, p. 683-684.  
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crucial to properly grasp the nature of competitive harm in cases where access to standards is 

denied.  

Firstly, in the markets where standards are a necessity, such as the markets in the ICT 

sector, there is tremendous follow-on innovation that builds on the top of the standard 

technologies. Access to standards therefore is bound to boost dynamic competition, rather 

than to hamper it. The telecommunications and consumer electronics markets provide ample 

evidence of the vibrant dynamic competition built upon technological standards. Therefore 

denying access to standards protected by IP rights, including patents, would have negative 

chilling effects on follow-on innovation. It would also additionally have negative effects on 

static competition on product markets where the IP rights such as SEPs are an indispensable 

input. 

Secondly, in some markets and in the case of some standards, there is in fact very little 

room for follow-on innovation. It could be either the result of the nature of standard 

technologies or the consumer expectations. The two cases decided by the German Supreme 

Court, namely the Orange Book Standard
32

 and Standard-Spundfass
33

 are both excellent 

examples. In the first case – where the standard concerned the CD technology – there was in 

fact very little room if any for further innovation. At least it was rather unlikely that extensive 

follow-on innovation could be built on top of that standard. In the second case, the chemical 

industry did demand from its suppliers the products that would comply with standard, the 

follow-on innovation was neither expected, nor demanded by the industry. In such cases there 

is no room for competition by substitution and follow-on innovation. Dynamic competition 

should thus not be the concern from the perspective of the EU competition law. What is 

possible is the static competition on price. That however requires access to standardized 

technologies and mere imitation. There can be no new product within the meaning of the ECJ 

Magill and IMS Health decisions. In such cases access to standardized technologies should be 

available as this is the only means of assuring that competition is not restricted.     

b) license offers not compliant with the FRAND commitments 

In the second scenario, the licensing terms offered by the SEP holders constitute 

abuses within the meaning of art. 102 TFUE. When accepted they have themselves the 

potential to lead to anti-competitive effects. Licensees who do not accept such terms are often 

faced with threats of injunctions by the SEP holders. Consequently, when injunctive relief is 

granted the anticompetitive effects would be similar to those that would occur when there are 

                                                 
32

 Judgment of the German Supreme Court (Bundesgerichtshof) from 13.6.2004 r., KZR 40/02. 
33

 Judgment of the German Supreme Court (Bundesgerichtshof) from 6.5.2009 r., KZR 39/06.  
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outright refusals to license followed by injunctions. Licensees off course should not be forced 

to conclude agreements on terms that are abusive.  

Art. 102 TFUE provides examples of terms that might constitute abuse. Art. 102 (a) 

specifies that abuse might consist of imposing unfair purchase prices. In fact competition law 

defense is most frequently raised when the royalties demanded by the patent holder are 

excessively high. So when courts decide upon the availability of competition law defense in a 

given case they consider the fairness and reasonableness of the royalties but in light of the 

requirements of the competition law and not the “fair and reasonable” component of the 

FRAND commitment. Thus the court would similarly assess the “fairness” of royalties with 

respect to technology protected by patents subject to a FRAND pledge – as is predominantly 

the case with standards adopted within the framework of  standard setting organizations - as 

well those that protect a technology that became a de facto standard due to its market success.  

Paradoxically then it is the exploitative nature of the abuse of dominant position that is 

the most frequently raised ground for the competition law defence. This is somewhat 

problematic. The EU Commission has after all clearly prescribed its competition law 

enforcement objectives under art. 102 TFUE
34

. They are centered around the exclusionary 

rather then exploitative practices. This is so also because the Commission is unwilling to 

become a price setting institution. The Commission recognizes that it is very difficult to 

assess when the price is abusive. That is especially the case with patents protecting 

standardized technologies. In case of SEPs it is extremely difficult if not impossible to find 

other IP rights that could be used as material for price comparison.  

The availability of competition law defense may also result from discriminatory 

treatment of the licensees by the patentee. Art. 102 (c) TFUE provides that the abuse may 

constitute in applying dissimilar conditions to equivalent transactions with other trading 

partners, therefore placing them at the competitive disadvantage. The non-discrimination 

requirement may not be underestimated. It applies to all licensing conditions, not only the 

royalties. In fact the non-discrimination component might be of greater importance then the 

requirement of reasonableness and fairness, as the technology implementers operating on the 

product markets are more likely to accept unfair terms as long as they are equal for all market 

participants.  

Again though the non-discrimination requirement is derived from art. 102 (c) TFUE 

directly and not via the FRAND commitment made by the patent holder during the standard 

                                                 
34

 Communication from the Commission: Guidance on its enforcement priorities in applying Article 82 of the 

EC Treaty to abusive exclusionary conduct by dominant undertakings.   OJ C 45, 24.2.2009, p. 7–20.  

http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:52009XC0224(01):EN:NOT
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:52009XC0224(01):EN:NOT


 9 

setting process
35

. Thus again the non-discrimination requirement would be interpreted in the 

same way with respect to patentees holding SEPs encumbered with FRAND commitments 

and SEPs not being subject of any pledge, as is the case with patents protecting de facto 

standards. 

Abuse of dominance might also consist in the patent holders demanding potential 

licensees to enter into agreements on disadvantageous terms. Art. 102 (a) TFUE explicitly 

mentions abuses consisting in imposing unfair trading terms. These disadvantageous terms 

may consist of terms that have the potential to restrict competition themselves. As the 

Commission rightly stated in its Motorola decision these might include non-challenge or 

termination clauses allowing for termination of the license once validity of the licensed patent 

is challenged
36

 or extensive grant-back obligations
37

. 

c) anti-competitive effects resulting from SEP holders seeking injunctive relief or 

imposing non-FRAND terms 

 The recent decisions by the Commission in Motorola and Samsung cases suggest that 

the Commission recognizes properly that holders of SEP patents seeking injunctions relating 

to standard-essential patents pose a serious threat to competition. The Commission seems to 

accept that injunctive relief could harm both dynamic competition – by foreclosing access of 

innovative standard-compliant products, as the SEPs could not be worked around. Exclusion 

of market participants could also reduce downstream competition relating to price for the 

standard-compliant products. Additionally, the Commission rightly points out that consumer 

choice might be restricted as a result of foreclosure of access to downstream product markets.  

The Commission in the above mentioned decisions also seems to abandon the Magill 

and IMS Health new product requirement and assumes that exceptional circumstances are 

constituted by the standard-setting context and the dominant undertaking’s FRAND 

commitment
38

. The Commission realizes that the dominant position of a patent holder on the 

technology market imposes special responsibility of that patent holder towards the licensing 

its patent
39

.  

                                                 
35

 It clear from the EU Commission Horizontal Guidelines as well the Technology Transfer Guidelines that in 

case of standard technologies the duty to license on FRAND terms is derived from the provisions EU 

Competition law. See to that effect: Communication from the Commission: Guidelines on the applicability of 

Article 101 of the Treaty on the Functioning of the European Union to horizontal co-operation agreements, OJ C 

11, 14.01.2011, p. 1-72 and Communication from the Commission: Guidelines on the application of Article 101 

of the Treaty on the Functioning of the European Union to technology transfer agreements, OJ C 89, 28.3.2014, 

p. 3-50 (referred to as TTG).  
36

 Motorola, par. 329-336.  
37

 TTG, par. 133-140.  
38

 Motorola, par. 281. 
39

 Motorola, par. 279. 
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C) objective justification 

The last of the requirements is the lack of objective justification on part of patent 

holder for seeking the injunction. Certainly, the patent holder should be entitled to an 

injunction to protect his commercial interests. That objective justification would be therefore 

present where the licensee is unwilling to conclude a licensing agreement and either rejects it 

outright – which is very rarely to be the case or where the licensee obstructs the negotiation 

process
40

. The EU practice on assessing the “willingness” of the licensee has been to a large 

extent influenced by the jurisprudence of the German Supreme Court.   

In the Orange Standard Book case the German Supreme Court set the conditions that 

the licensee must meet in order to be considered a willing licensee. It is only when these 

conditions are met that the licensee might successfully invoke a competition law defense. 

Firstly, the defendant must show that it had made an unconditional offer to the patent 

proprietor, which the patent owner cannot reject without violating the prohibition of 

discriminatory or anti-competitive behavior. Secondly, the defendant who at the time of 

making the offer already uses the patent must show that he complies with the terms of 

licensing offer made. In particular with respect to the royalty obligations, the defendant must 

show that the royalties are already transferred to the escrow account. Thirdly, when the terms 

of the licensing agreement are made by the patent proprietor, and the patent owner either 

makes an offer on terms that are excessive or declines to set the royalty level, it is sufficient 

that the potential licensee makes an unconditional offer according to which the licensor 

should determine  the amount of the royalties according to its reasonable discretion.      

 The conditions set by the German Supreme Court are quite a burden to the potential 

licensees. It is the licensees who must first come up with an unconditional offer. The licensee 

might not always be able to come up with a FRAND offer. Art. 102 (c) TFEU demands that 

there be no discrimination. The licensee is unlikely to know the terms of the agreements 

already concluded by the patentee. It seems unjust to demand from him to come up with an 

unconditional offer which when accepted might put him at the disadvantage against other 

parties operating on the product market where the essential patent is required. The question is 

therefore what must the potential licensee do to show that he is a genuinely willing to 

conclude a licensing agreement. This seems be the essence of the questions posed by the 

Dusseldorf court to the CJEU in the ZTE v. HUAWEI case.  

                                                 
40

 TTG, par. 128-132. 
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 The CJUE is supposed to decide whether it is sufficient for the licensee to establish 

himself as a willing licensee if he declares himself though only generally as a willing licensee 

to the holder of the SEP patent or is it necessary for the licensee to come up with an 

unconditional offer. Subsequent questions are conditional upon the answer to the first 

question and relate to the required content of the binding offer and the behavior of the 

licensee with respect of the past infringements and fulfillment of the obligations as proposed 

in the offer. It is worth noting that the requirement that the patent user be a willing licensee is 

also essential from the perspective of a more flexible approach towards granting injunctions 

in patent law itself. The standard formulated by CJEU could thus have consequences reaching 

beyond disputes where the competition law defense was raised.   

 Though the CJEU has not delivered its judgment yet, an interesting opinion came from 

the Advocate General Wathelet
41

. The Advocate General proposed that it is sufficient for the 

licensee to establish himself as a willing licensee against the patent holder, when the licensee 

only generally shows his willingness to conclude the licensing agreement. It is not the 

licensee who must come up with the terms of the license and make an unconditional offer. It 

is up to the licensor, before he seeks an injunction from to the court, to alert the infringer in 

writing – unless it is established that the licensee is fully aware of the infringement
42

 - and 

provide him, in any event, with a written offer, that includes all the terms normally included 

in the licensing agreement in a particular sector
43

. The offer must particularly contain the 

royalty levels as well provide explanation as to the way in which they are calculated
44

.   

 Interestingly, the proposal of the Advocate General seems to be a significant change to 

the standards applied so far by the courts in Germany. The Dusseldorf court seems to have 

been successful in using the CJEU to amend the standards for assessment of licensees’ 

willingness as they were formulated by the German Supreme Court or possibly – that might 

also be the case – unsuccessful in imposing the German Supreme Court’s standard for 

assessment o the licensee’s willingness in the EU. Generally, the approach suggested by 

Wathelet is welcome. It seems that it allows to achieve a better balance between the interests 

of the patent holders and the licensees.   

  

3. INTRODUCING FLEXIBILITY TO INJUNCTIVE RELIEF IN EU LAW  

                                                 
41

 Opinion of the Advocate General Wathelet, delivered on 20 November 2014 in case C‑ 170/13 Huawei 

Technologies Co. Ltd v. ZTE Corp., ZTE Deutschland GmbH.  
42

 Opinion of the Advocate General Wathelet, par. 84. 
43

 Opinion of the Advocate General Wathelet, par. 85. 
44

 Opinion of the Advocate General Wathelet, par. 85.  
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I. Introduction 

The competition law defenses have proved to be a relatively efficient tool to protect 

the market participants against injunctions sought by holders of SEP patents. However for a 

competition law defense to succeed, the willing licensee needs to prove the conditions 

required for establishing abuse of the dominant position within the meaning of art. 102 TFUE 

or the relevant provisions of national competition laws. These conditions, as the case law 

relating to injunctions of SEPs in the ICT markets show, are not very difficult to prove. 

Disputes rather center on the question of willingness of the licensee as well as fairness and 

reasonableness of the licensing terms proposed by the parties during negotiations. On the 

whole the licensees often prevail in such disputes and successfully persuade the courts to 

decline injunctive relief.    

The question however remains as to the enforceability of patent pledges in contexts 

other than standard-setting. The conditions allowing a potential beneficiary of a pledge to 

raise a competition law defense might not always be met. Resorting to competition law in 

such cases would be of little help to the willing licensee. Thus a question arises whether there 

are other ways to assist the willing licensees in such cases?  

In European legal literature, the US Supreme Court’s eBay decision which paved the 

way for a more flexible approach towards injunctive relief, also attracted significant 

attention
45

. The question is off course whether there is room for such flexibility in EU law. 

Again the issue will be analyzed from the perspective of EU law exclusively. Such flexibility 

might off course result from the availability in the respective national law of such doctrines as 

abuse of right, exercise of rights in accordance with rules of good faith or the doctrine of 

bonos mores. The question to be answered within the limits of this paper is whether such 

flexibility is mandated by EU law.  

 

II. Proportionality as the source of flexibility in the directive 2004/48 (IP enforcement 

directive) 

 The purpose of the directive 2004/48 on enforcement of intellectual property rights 

was to harmonize measures, procedures and remedies essential for the enforcement of 

intellectual property rights in the European Union. The directive harmonizes remedies with 

respect to all types of intellectual property rights, including patents.  

                                                 
45

 A. Ohly, Patenttrolle, s. 787-798.  



 13 

Section 5 of the Directive 2004/48 deals with a number of measures. Firstly, in art. 10 

it provides for corrective measures, such as recall or definitive removal of goods infringing 

intellectual property rights from the channels of commerce. Secondly, in art. 11 it requires 

that the Member States ensure the availability of injunctions prohibiting further continuation 

of infringements of intellectual property rights once such infringements were found by the 

court. Finally, art. 12 od the directive 2004/48 provides that Member States may ensure that in 

certain cases the courts are entitled to grant monetary compensation instead of granting 

injunctive relief or applying one of the corrective measures. 

 In art. 3 of the general provisions of the directive 2004/48 the EU legislator provided 

for general rules governing the applications of the specific measures envisaged by the 

directive. Firstly, in art. 3(1), it states that measures, procedures and remedies shall be fair and 

equitable. Secondly, in art. 3(2), it states that the measures, procedures and remedies shall be 

effective and dissuasive – which seems to favor the right holders’ interests – but also at the 

same time requires that they are proportional – which seems to suggest that also the interests 

of the users of IP rights should be taken into consideration. Finally, art. 3(2) also provides that 

the measures should be applied so as to avoid creation of barriers to legitimate trade as well 

provide safeguards against their abuse. Art. 3 thus seems to require a balanced system of 

remedies in EU intellectual property law.  

 It seems than that there art two major sources of flexibility as to injunctive relief. 

Firstly, some degree of flexibility could result from the application of alternative measures 

envisaged in art. 12 directive 2004/48. Art. 12 however is only optional. The member States 

are not obliged to implement it into their domestic laws. Secondly, that flexibility could also 

be derived from requirements of fairness and equitable character as prescribed by art. 3(1) or 

proportionality resulting from art. 3(2).  

The first source of flexibility, found in art. 12, seems to be rather narrowly defined.  It 

allows the courts, instead of granting injunctions or ordering of the corrective measures 

envisaged by the provisions of art. 10, to grant monetary compensation to the right holder. 

However this is possible only when the following conditions are met: (1) the infringer acted 

unintentionally, and without negligence; (2) the execution of injunctions or the corrective 

measures would lead to disproportionate harm; and (3) when pecuniary compensation appears 

reasonably satisfactory. Art. 12 however will rather unlikely be of help to implementers of 

pledged patents. The pledge in itself is rather unlikely to be the source of the right to use the 

invention. It is after all rather unlikely that it could be a source of a contractual licensing 

relationship. The implementer will thus be in a position of a conscious and wilful infringer.      
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 The general principles governing the application of procedures, measures and 

remedies, found in art. 3 directive 2004/48 seem to be more promising. Ansgar Ohly for 

example advocated the proportionality principle allows under certain circumstances to 

substitute the injunctive relief with payment of compensation. The instances where injunctive 

relief could be denied would certainly be familiar to US lawyers. The author suggests that 

injunctive relief could be denied when the invention is relatively of minor importance when 

compared to whole product, or when the patent holder does not himself practice the patent but 

only benefits from granting licenses
46

. The author admits however that the injunction could be 

denied only for certain periods of time, namely to allow the implementer to work around the 

protected invention
47

.  

The list of circumstances that could justify denying injunctions could be expanded to 

other cases. There seems to be no reason not to apply the proportionality principle in cases 

where the patent holder who by pledging his patent publicly states that he is interested in 

obtaining monetary compensation rather than in protecting his exclusivity.  

 

III. Flexibility in applying injunctive relief in the EU unitary patent package  

 Unitary IP titles in the EU have been available for many years in the areas of 

trademarks and industrial designs. The Unitary patent package, comprising of two EU 

regulations – namely regulation 1257/2012 and the regulation 1260/2012  - as well as the 

international agreement concluded by the Member States – namely the Agreement on Unified 

Patent Court – aims at creating a single EU-wide patent right. Whether the unitary patent 

package enters into remains to be seen, as the ratification process of Agreement on Unified 

Patent Court is under way. The controversies surrounding the EU unitary patent package are 

beyond the scope of this contribution.  

It is interesting however to look at the way in which the patent remedies were drafted 

in the package. The provisions relating to remedies are located in the Agreement on Unified 

Patent Court. Art. 62 UPCA deals with interlocutory injunctions, and art. 63 UPCA deals with 

permanent injunctions. It is particularly the second provision that requires attention. Art. 63 

states that where the court finds that there is an infringement of the patent the court may grant 

an injunction against an infringer prohibiting the continuation of that infringement. Again the 

wording of art. 63 is likely to be familiar to American lawyers. Section 283 of the US Patent 

Act is drafted in a similar manner.  
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It is obvious that the intention of the drafters was to allow the unified patent court a 

room for discretion in order to balance the interests of users and the patent holders. The need 

for flexibility is additionally strengthened by the fact the unified patent court would also be 

required to consider the general provisions relating to the application of remedies found in the 

directive 2004/48 and particularly art. 3(1) and 3(2) discussed above. Commentators in the 

EU already advocate that the approach to injunctions resembles the one already applied by the 

courts in the US following the eBay decision
48

. This means that the court before granting an 

injunction should also consider that a patent holder when pledging his patent, publicly stated 

his intention of not being interested in enforcing the exclusivity but rather in obtaining 

compensation for its use.    

 

4. CONCLUSIONS 

  

 The analysis of EU law shows that it might be assistance to beneficiaries of patent 

pledges in enforcing various patent pledges made by patent holders. With respect to 

standards-essential patents the case law of the national courts as well as decisions of the EU 

Commission show that EU competition law defense has been both useful and successful tool 

in enforcing FRAND commitments made in the context of standardization. In such cases the 

conditions for establishing abuses within the meaning of art. 102 TFUE are usually met. EU 

competition law might not be sufficient in the case of other patent pledges however.  

 Developments in the US, particularly in the aftermath of the eBay decision, have also 

influenced the way in which the European lawyers approach patent remedies, including 

injunctive relief. The search for flexibility in the directive 2004/84 as well as the wording of 

the Agreement on Unified Patent Court show that there is growing consensus that injunctive 

relief should not be granted automatically. There is growing acceptance for the view that the 

balancing of interests in certain circumstances requires that injunctive relief is replaced by 

monetary compensation. This opens room for those who wish to enforce patent pledges.  
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