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Abstract 

 

This paper analyses aspects of patent pledge and its relation with antitrust 

regulation.  The basis of it is the Brazilian Legislation and also many studies made on 

this subject.  The aspect that many patent pledge are in the field of software and 

biopharma are quite important, specially the last one, because of its implication in 

public health policies and the necessity of maintaining the stability of legal 

determination in order not hinder the necessary new investments in Research and 

Development, as the basis of social economic development.  The new structure of the 

Brazilian Antitrust Agencies and how they are divided and their charges is also 

mentioned. 
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innovation 

 

Introduction 

 

 

The basis of a free competition in a society arises as a consequence of proper 

antitrust regulation.   According to Jorge Contreras (Patent Pledges) “in the view of the 

agencies, patent pledges (FRAND commitments in particular) are one of the principal 

means by which firms can mitigate antitrust risk arising from collaborative standards 

development.”  This analysis, according to Brazilian Antitrust Law, can also result into 

the acceptance of this conclusion, but we should also consider the prohibition of 

domination of a relevant market, even if taking into account that this domination is 

based on the efficiency of the competitor.  In this case, we should analyse if we could 

consider the efficiency established by the Brazilian Law the basis of the collaborative 

standards development. This statement is also a result  of the law that prohibits access 

limitation of new competitors and can also be considered a form of domination of a 

certain relevant market and, therefore, a violation of the Antitrust law. The possibility 

has arisen in Europe and Jorge Contreras mentions it in actions brought against 

Microsoft by the European Commission and the decision taken in 2004 where the 

Commission found that “Microsoft violated European law by failing to disclose certain 

interoperability information to vendors of work group server operating system products. 

Commission Decision 2007/53/EC of 24 March 2004, Art. 5. As a result, the 

Commission ordered Microsoft to make such interoperability information available on a 

FRAND basis. Microsoft’s compliance with the EC’s decision became the subject of 

subsequent litigation, leading, among other things, to the EC’s imposition of fines on 

Microsoft in 2008 totalizing nearly one billion Euro.”  In Brazil, Microsoft was also 

fined by the misuse of its domination position, in 2004.   

 

The way the technology is licensed has to be considered, as well as how it may 

hinder the development of other forms of innovation and in which way it can’t be 

considered a wider way of monopoly, instead of a benefit for the society as a whole. 

This articles will regard antitrust considerations related to patent fledge in a way to 

hinder new competitors into the market and the way the technology process is licensed. 

It will consider the Brazilian Antitrust Law and also the regulations of the Brazilian 



Patent Office related to this theme.  We must strengthen that the majority of the patent 

holders in Brazil are foreign companies; this inhibits the development of new local 

technologies, particularly if considered the dispositions of TRIPS. The idea of 

authorizing other companies in the use of a certain technology, without having fear of 

the enforcement by the patent holder may be interesting, but also has the disadvantage 

of creating limitations of new technological development that may not interest the 

patent holder. In this matter the Guidelines of intellectual property from the Federal 

Trade Commission consider when there is a hinder of the development of new 

technologies.  

 

Patent Pledge 

 

The idea of a patent pool is quite positive, since the technical information, 

contained in the patent’s claim will be available for all  interested actors.  According to 

the USPTO a patent pool is formed when two or more patent owners agree to license the 

patent between themselves.
1
  The idea of a patent pledge was observed in software 

patents, such as: airbnb, dropbox, etc.
2
  The patent system authorized by the Brazilian 

Constitution is related to the social and technological development.  Therefore this 

temporally monopoly should have the purpose of being useful for the economic 

development of the country.  The same aspect is ruled in US and in the Brazilian 

Constitution.
3
  According to the Brazilian Constitution the Law shall ensure the authors 

of industrial inventions of a temporary privilege for their use, as well as protection of 

industrial creations, viewing the social interest and the technological and economic 

development of the country.
4
 The purpose of the U.S. patent system, according to the 

Constitution, is “to promote the Progress of Science and useful Arts, by securing for 

limited Times to Authors and Inventors the exclusive Right to their respective Writings 

and Discoveries” (U.S. Const., art. 1, sec. 8, cl. 8). Giving inventors this right provides a 

powerful incentive for innovation. “
5
 

 

The protection of intellectual property constitutes one possibility of its 

implementation, which is relevant in the developed countries, but has caused frustration 

in many developing countries in Latin America.    It’s controversial, but it is possible to 

consider that the protection of intellectual property may hinder the economic 

development. This idea is justified by observing the economic development of many 

countries, which have adopted rigid standards of intellectual property protection, after 

achieving its objectives.  They tend to consider that this achieved knowledge will ensure 

a continuous development process.  Technology constitutes nowadays an important 

product, because of its value, if  compared with commodities, especially  considering 

the environmental impacts.   

 

We must consider that the simple fact of importing technology does not mean 

the capacity to develop it, which has to be done by establishing adequate policies in 

order to fulfil the international completion.   This question becomes delicate, when 
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considering the case of pharmaceutical products, where the patent protection has the 

objective of market domination.   We must also consider that technology transfer will be 

hindered if there is the possibility of losing markets, by the implementation made by the 

importer, in order to develop local technological procedures.  Technology has its 

economic importance, which originated from its capacity to improve equilibrium 

between social and economical development. 

 

The technological research, by using and copying the products commercialised 

in the international market, was one of the strategies used by Japan in order to achieve 

its development standard, because it used its capacity in order to develop these products.  

Therefore the level of intellectual property protection has a direct impact on the 

investments made in this sector.  On the other hand, it must be considered that countries 

which just import technology are not capable of improving  research, since these 

procedures are licensed and not locally developed.  It is also to be considered that 

technology holder countries are more propitious to transfer it to countries with  high 

level of intellectual property protection.   Consequently, the patent system may be 

considered an efficient promoter of technology development, in countries where there is 

an adequate research and science policy. We must take into consideration that Brazil has 

developed technology in the offshore prospection of oil and gas and also in the 

pharmaceutical public Institutes (Butantã and Farmanguinhos) . Ensuring an intellectual 

protection system will ensure the stimulation of technology investments.   The 

developed countries established their  international trade policy, by the imposition of 

intellectual property minimum protection standards, which may be implemented by 

bilateral agreements, which also establish the investments made.    

 

The concept involved in patent pledge is to assure that all players of a 

determinate market will be able to access a certain technology and not only a few 

selected firms.  As a consequence of this accessibility the knowledge will be granted to 

all players.   The idea involved is to grant access to the market for all other participants 

in order to enable the continuous technological development.  According to Contreras, 

the patent pledges take many forms and one of the most common is the FRAND 

commitments, which is defined: 

 

FRAND commitments are intended to assure manufacturers of 

standardized technologies that patent licenses will be available to 

them on terms that are, at least roughly, understood. The legal 

mechanisms by which FRAND commitments are made vary 

considerably.  Moreover, the structures of SDOs themselves are 

surprisingly diverse, ranging from small groups of firms focusing 

on a single product category to large, international bodies that 

produce standards in a broad range of industries. 

 

Table 1 summarizes the range of structures in which patent 

pledges (typically FRAND commitments) are made, ordered from 

the most to the least formal: 

 

 
Commitment 

Structure 

Characteristics Prevalence Examples 

Multilateral Agt Agreement among 
members expressly 

containing a 

Rare USB Promoters Gropu 



commitment 

Membership Agt SDO membership 

agreement contains or 

requires compliance 
with a specified 

commitment 

Uncommon Bluetooth SIG OASIS 

SDO Bylaws/Policy SDO bylaws or other 

policy documents 
require 

members to comply 

with a specified 
commitment 

Uncommon VITA 

ETSI 
HDMI Forum 

    

Follow ANSI SDO requires 
members to comply 

with the 

ANSI patent policy 

Common ASTM 

Letter of Assurance 
(LOA) 

Members must 
deliver written 

statements of 

their FRAND 
commitments, if any, 

at certain 

points during the 
standardization 

process 

Common ITU/ISO/IEC/IEEE 

Voluntary 
Declaration 

Members are given 
the option to declare 

their 

intentions or 
commitments 

Rare IEFT 

Voluntary 

Declaration (Non-

SDO) 

Parties make public 

statements either 

within or 

outside the SDO 

context making or 

describing 
commitments 

Uncommon but 

increasing 

Microsoft 

Interoperability 

Principles 

 

According to Contreras four broad industry categories are represented in patent pledges: 

information and communication technology, open source software, environmental/green 

technologies and biopharma, pharmaceutical and chemistry technologies.
6
  As a result 

of a patent license, royalties are paid and they are a powerful stimulus for innovation.
7
  

But there is also the necessity to mention antitrust determinations as a consequence of 

the monopoly of a granted patent.  It is not that the monopoly by its self is negative, but 

the way the patent rights are used or better misused cause great problems for the free 

market and, as a result,  for the free competition.  In this matter it is important to 

mention Antitrust Guidelines for the Licensing of Intellectual Property:
 8

 

 

The intellectual property laws and the antitrust laws share the 

common purpose of promoting innovation and enhancing 

consumer welfare. The intellectual property laws provide 
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incentives for innovation and its dissemination and 

commercialization by establishing enforceable property rights 

for the creators of new and useful products, more efficient 

processes, and original works of expression. In the absence of 

intellectual property rights, imitators could more rapidly 

exploit the efforts of innovators and investors without 

compensation. Rapid imitation would reduce the commercial 

value of innovation and erode incentives to invest, ultimately 

to the detriment of consumers. The antitrust laws promote 

innovation and consumer welfare by prohibiting certain 

actions that may harm competition with respect to either 

existing or new ways of serving consumers. 

 

Contreras also comments about the principle of fairness in this matter:
 9

 

 
While we normally think of moral requirements as bonds 

laid upon us, they are sometimes deliberately self-imposed 

for our advantage. Thus promising is an act done with the 

public intention of deliberately incurring an obligation the 

existence of which in the circumstances will further one’s 

ends ... Having, then, availed ourselves of the practice for 

this reason, we are under an obligation to do as we 

promised by the principle of fairness. 

 

The main purpose of antitrust authorities is to grant free competition.  It is 

therefore important to regulate the way competition works, since the different actors in 

the market act distinctly, as they have different source of information and  also different 

ways of act.  The ideal functioning of a market does not exist because the players are 

different, specially if considered when they are negotiating a patent license agreement.  

The main objective of the patent holder, in this case, is to get better conditions and also 

grant that the monopoly will be kept.  It doesn’t mean that the Government should 

regulate all the market functioning, but is has the obligation to hinder a misuse of 

economic power at the expense of the public interest.  The general idea is to grant the 

free trade and also that the goods will be freely traded.  The misuse of economic power, 

according to the Brazilian literature, related to antitrust law, observes that there are two 

aspects of this matter related to immaterial goods: the first stationary referring to the 

intentional non-exploration of a determinate immaterial good and the second a dynamic 

which refers to the licensing of immaterial goods but with anticompetitive agreements.
10

  

There must also be considered that, according to International literature, there are also 

examples of abuse of economic power regarding the licensing of patents, such as “cross 

licensing” and “patent pooling” when there are measures taken to undermine the 

competition  by imposing the payment of royalties for goods which are not patented or 

the prohibition of using alternative products which could be more competitive. 

According to TRIPs the way “to correct anticompetitive practices may be taken into 

account in determining the amount of remuneration in such cases.”  The applier of a 
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compulsory license has to prove that an anticompetitive practise is happening, not the 

patent holder.  

 

The main point to be strengthened is about antitrust problems and for this reason 

I will focus in the Brazilian Antitrust Law and the Patent Law.  For this reason it is 

important to observe the antitrust regulation, according the new Law (12529/2011).  

This Law establishes the Brazilian System for Protection of Competition (SBDC) and 

sets forth preventive measures and sanctions for violations against the economic order, 

guided by the constitutional principles of free competition, freedom of initiative, social 

role of property, consumer protection and prevention of the abuse of economic power.
11

  

The SBDC is comprised by the Administrative Council for Economic Defence (CADE) 

and the Secretary for Economic Monitoring of the Ministry of Finance.
12

   At this point 

it is important to observe which are the duties of the CADE and the Secretary for 

Economic Monitoring of the Ministry of Finance.  The new antitrust system, since the 

new law has changed in order to transform the administrative system intending to gain 

better efficiency
13

: 

 

According to Law no. 8,884/1994, the former antitrust law, 

the Brazilian Antitrust System was formed by three 

authorities: (i) CADE; (ii) the Secretary of Economic Law, 

of the Ministry of Justice (“SDE”); and (iii) the Secretary 

for Economic Monitoring, of the Ministry of Finance 

(“SEAE”). The two Secretaries were responsible for the 

issue of non-binding opinions to CADE, which was the 

responsible authority for rendering the final decision. This 

complex organization, however, was subject to criticism 

by specialized lawyers and economists, and even by some 

of CADE’s Commissioners, since it caused inefficiency 

and, consequently, delay in the antitrust analysis. 

3. According to the New Antitrust Law, current SDE and 

CADE will merge into the new CADE. The new CADE 

will be formed by the following bodies: (i) the General-

Superintendence, which will analyse and issue decisions 

on antitrust investigations and review proceedings; (ii) the 

Administrative Tribunal of Economic Defence 

(“Tribunal”), CADE’s ultimate instance; and (iii) the 

Department of Economic Studies (“DEE”), responsible for 

the issueing economic studies to assist the General 

Superintendence and the Tribunal. SEAE, in its turn, will 

continue to exist, but its activities will be related solely to 

competition advocacy. The economic analysis on antitrust 

review proceedings that was made by SEAE will be 

transferred to CADE. 

 

The Secretary for Economic Monitoring of the Ministry of Finance has to::
14
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I - to opine on aspects relating to the promotion of competition, 

the proposed changes in acts establishing norms or standards of general 

interest of economic agents, consumers or users of services subject to 

public consultation by the regulatory agencies and, when deemed 

appropriate, on applications for review of rates and drafts; 

II - to opine, when deemed appropriate, on drafts of acts 

establishing norms or standards prepared by any public or private entity 

subject to public consultation in matters related to the promotion of 

competition; 

III – to opine, when it deems appropriate, on proposals 

establishing norms or standards pending in Congress, on aspects related 

to the promotion of competition; 

IV – to develop studies evaluating competition in specific sectors 

of the national economy, ex officio or upon request by Cade, the Board 

of Foreign Trade, the Department of Consumer Protection of the Ministry 

of Justice, or any body that may replace it; 

V – to prepare industry studies that serve as input for the Ministry 

of Finance to participate in the creation of sectoral public policies in the 

forums in which the Ministry has a seat; 

VI - to propose the review of laws, regulations and other acts 

establishing norms or standards of the Federal, state, municipal and 

Federal District public administration, which affect or may affect 

competition in the various economic sectors in the country; 

VII – to give statements, ex officio or upon request, about the 

competitive impact of the measures under discussion in negotiation 

forums related to tariff amendment, market access and trade protection, 

with exception made to the powers of the agencies involved; 

VIII - to submit to the competent body representation so that it 

can, at its discretion, take the appropriate legal measures, whenever any 

normative act has an anticompetitive character. 

 

 

The CADE is comprised of the following bodies: the Administrative Tribunal of 

Economic Defence; the General Superintendence and the   Department of Economic 

Studies.
15

  The Administrative Tribunal of Economic Defence is comprised of a 

President and 6 Commissioners for a term of 4 years, where consecutive terms for 

reappointment are prohibited.
16

 This Administrative Tribunal has to: 

 

I – ensure the observance of this Law, its rules and internal 

regulations; 

II – decide on the existence of violations to the economic order 

and apply the penalties set forth by law; 

III – render decisions relating to the administrative proceedings 

filed by the General Superintendence to apply administrative 

penalties for violations to the economic order; 

IV - take the necessary steps to cease violations of the economic 

order, within the deadlines it may determine; 
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V - approve  the terms of the cease-and-desist commitment and 

agreements for concentration control, as well as as to determine 

that the General Superintendence inspect compliance therewith; 

VI - consider, on appeal, the preventive measures adopted by the 

Reporting Commissioner or the General Superintendence; 

VII - summon summoning the parties interested in its decisions; 

VIII – demand  from federal public administrative bodies and 

entities and require from the State, Municipal Federal District and 

Territorial authorities the necessary measures to comply with this 

Law; 

IX – organize  testing, inspections and studies, approving, in each 

case, the respective professional fees and other procedural costs, 

which shall be paid by the company, in case it is punished in 

accordance with this Law; 

X – assess  administrative proceedings regarding acts of economic 

concentration, as set forth by law, establishing, when deemed 

convenient and appropriate, economic concentration control 

agreements; 

XI - require  that the General Superintendence take the necessary 

administrative measures for the implementation and faithful 

fulfillment of its decisions; 

XII - request  personnel and services from any bodies or entities 

of the Public Federal Authority; 

XIII – make requests to the Attorney General’s Office associated 

with CADE that administrative and judicial measures be adopted; 

XIV – inform  the public about violations of the economic order; 

XV - prepare  and approve CADE’s internal regulations, 

providing for its operation, forms for deliberation, rules of 

procedure and organization of its internal services; 

XVI - propose  the structure of CADE’s staff, as set forth in item 

II of the caput of Article 37 of the Federal Constitution
17

; 

XVII – draft  the budgetary proposals pursuant to this Law; 

XVIII - request information from individuals, agencies, 

authorities and entities, whether public or private, respecting and 

maintaining confidentiality, where necessary, as well as determine  

the necessary steps to exercise its functions; and  

XIX - determine compliance with decisions, commitments and 

agreements. 

 

Subsequently it is important to mention the violations mentioned by the Antitrust 

Law in article 36: 

 

Art. 36. The acts which under any circumstance have as an 

objective or may have the following effects shall be 

considered violations to the economic order, regardless of 

fault, even if not achieved: 
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I - to limit, restrain or in any way injure free competition 

or free initiative; 

II - to control the relevant market of goods or services; 

III – to arbitrarily increase profits; and  

IV - to exercise a dominant position abusively. 

 

§ 1 Achieving dominance in a market by natural process 

and by being the most efficient economic agent in relation 

to competitors does not characterize the tort set forth in 

item II of the caput of this article. 

 

§ 2 A dominant position is assumed when a company or 

group of companies is able to unilaterally or jointly change 

market conditions or when it controls 20% (twenty 

percent) or more of the relevant market, provided that such 

percentage may be modified by CADE for specific sectors 

of the economy. 

 

At this point, it is important to know that these determinations rule general 

situations and not specifically for misuse of patent rights.  It’s a way of regulating how 

to avoid violations to the economic order, especially if it is not a consequence of 

efficiency.  It’s also worth observing that this law considers as a possible violation to 

monopolize or prevent the exploitation of industrial or intellectual property rights or 

technology.
18

  The Administrative Court may also impose a compulsory license of 

intellectual property rights according to articles 38, IV,a and 61, V: 

 

Art. 38. Without prejudice to the penalties set forth in 

Article 37 of this Law, when so required according to the 

seriousness of the facts or public interest, one or more of 

the following penalties may be imposed: 

 

IV - recommendation to the respective public agencies so 

that: 

a) a compulsory license over the intellectual property 

rights held by the wrongdoer be granted, when the 

violation is related to the use of that right;  

 

Art. 61. During the judgment of the petition for the 

approval of the act of economic concentration, the 

Tribunal may fully approve it, reject it or partially approve 

it, in which case it will determine the restrictions to be 

observed as conditions to validate the act. 

 

V – compulsory licensing of intellectual property rights;  

 

As a consequence of this legal determination, the constitution of a certain 

monopoly, which also has the result of not allowing the development of free trade and 

competition must have social and technological benefits.   So, the examination of a 
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certain situation must be specific and there is no general rule to be applied.  The point to 

be strengthened is that a patent pledge may also be considered a patent pool and would 

have the consequence to block the access of a certain technology for those who do not 

wish to agree to the licence or if this contract is not free for all interested parties. It must 

also be pointed out that there might be an advantage for the society by the reduction of 

the costs involved in obtaining a certain technology.  But on the other hand, the 

existence of such an agreement can inhibit the competition by restraining the number of 

potential competitors. 

 

One solution to deal with this problem is by implementing compulsory licence 

of patents.  This possibility is foreseen in TRIPS and in many Patent Laws, such as in 

Brazil, Germany and Great Britain: 

 

TRIPS 

 

Article 31  

Other Use Without Authorization of the Right Holder 

 Where the law of a Member allows for other use  of the 

subject matter of a patent without the authorization of the 

right holder, including use by the government or third 

parties authorized by the government, the following 

provisions shall be respected 

(k)    Members are not obliged to apply the conditions set 

forth in subparagraphs (b) and (f) where such use is 

permitted to remedy a practice determined after judicial or 

administrative process to be anti-competitive. The need to 

correct anti-competitive practices may be taken into 

account in determining the amount of remuneration in 

such cases. Competent authorities shall have the authority 

to refuse termination of authorization if and when the 

conditions which led to such authorization are likely to 

recur; 

 

Brazil 

 

68. The titleholder shall be subject to having the patent 

licensed on a compulsory basis if he exercises his rights 

derived there from in an abusive manner, or by means 

thereof engages in abuse of economic power, proven 

pursuant to law in an administrative or judicial decision. 

 

(1) The following also causes a compulsory license: 

I. non-exploitation of the object of the patent within the 

Brazilian territory for failure to manufacture or incomplete 

manufacture of the product, or also failure to make full use 

of the patented process, except cases where this is not 

economically feasible, when importation shall be 

permitted; or  

II. commercialization that does not satisfy the needs of the 

market. 



(2) A license may be requested only by a person having a 

legitimate interest and having technical and economic 

capacity to effectively exploit the object of the patent, that 

shall be destined predominantly for the domestic market, 

in which case the exception contained in Item I of the 

previous Paragraph shall be extinguished. 

(3) In the case that a compulsory license is granted on the 

grounds of abuse of economic power, the licensee who 

proposes local manufacture shall be assured a period, 

limited to the provisions of Article 74, to import the object 

of the license, provided that it was introduced onto the 

market directly by the titleholder or with his consent. 

 

74. Unless in case of legitimate reasons, the licensee must 

begin the exploitation of the object of the patent within a 

period of 1 (one) year from the granting of the license, and 

an interruption for a same period of time shall be allowed. 

(1) The titleholder may require the cancellation of the 

license when the provision of this Article is not observed. 

(2) The licensee shall be invested with full powers to take 

action to defend the patent. 

 

 

Germany 

 

Section 24 

(1) A non-exclusive authorization to commercially use an 

invention shall be granted by the Patent Court in 

individual cases in accordance with the following 

provisions (compulsory license) if 1. the person seeking a 

license has unsuccessfully endeavored during a reasonable 

period of time to obtain from the patentee consent to use 

the invention under reasonable conditions usual in trade; 

and 2. public interest commands the grant of a compulsory 

license. 

(2) When the person seeking a license is unable to exploit 

an invention for which he holds protection under a patent 

of later date without infringing the patent of earlier date, 

said person shall be entitled to the grant of a compulsory 

license from the owner of the patent of earlier date if 1. the 

condition stipulated in subsection (1), no. 1, is fulfilled 

and 2. the invention of said person includes, in comparison 

with the invention under the patent of earlier date, an 

important technical progress of considerable commercial 

significance. The patentee may request the grant of a 

counter-license under reasonable conditions by the person 

seeking a license for the use of the patented invention of 

later date. 



(3) Subsection (2) shall apply mutatis mutandis if a plant 

breeder cannot obtain or exploit a plant variety patent 

without infringing an earlier patent. 

(4) A compulsory license under the provisions of 

subsection (1) may only be granted for a patented 

invention in the field of semiconductor technology if said 

grant is necessary to remove an anti-competitive practice 

on the part of the patentee that has been established in 

judicial or administrative proceedings. 

(5) When a patentee does not work the patented invention 

or does not work it predominantly in Germany, 

compulsory licenses under the provisions of subsection (1) 

may be granted to ensure an adequate supply of the 

patented product to the domestic market. Importing shall 

insofar be deemed to constitute working of the patent in 

Germany. 

 

Great Britain 

48 Compulsory licences: general. 

(1) At any time after the expiration of three years, or of 

such other period as may be prescribed, from the date of 

the grant of a patent, any person may apply to the 

comptroller on one or more of the relevant grounds– 

(a) for a licence under the patent;  

(b) for an entry to be made in the register to the effect that 

licences under the patent are to be available as of right; or 

(c) where the applicant is a government department, for 

the grant to any person specified in the application of a 

licence under the patent. 

 

(4) In this section “the relevant grounds” means: 

(a) in the case of an application made in respect of a patent 

whose proprietor is a WTO proprietor, the grounds set out 

in section 48A(1) below; 

(b) in any other case, the grounds set out in section 48B(1) 

below. 

(5) A proprietor is a WTO proprietor for the purposes of 

this section and sections 48A, 48B, 50 and 52 below if: 

(a) he is a national of, or is domiciled in, a country which 

is a member of the World Trade Organisation; or 

(b) he has a real and effective industrial or commercial 

establishment in such a country. 

 

48A Compulsory licences: WTO proprietors. 

(1) In the case of an application made under section 48 

above in respect of a patent whose proprietor is a WTO 

proprietor, the relevant grounds are: 

(a) where the patented invention is a product, that a 

demand in the United Kingdom for that product is not 

being met on reasonable terms; 



(b) that by reason of the refusal of the proprietor of the 

patent concerned to grant a licence or licences on 

reasonable terms: 

(i) the exploitation in the United Kingdom of any other 

patented invention which involves an important technical 

advance of considerable economic significance in relation 

to the invention for which the patent concerned was 

granted is prevented or hindered, or  

(ii) the establishment or development of commercial or 

industrial activities in the United Kingdom is unfairly 

prejudiced; 

 

 It must also be considered that a patent pledge is a form of license where there 

might be a conflict between private and public interest.  The aim of the antitrust 

legislation is to prevent the misuse of economic power, in accordance of the 

international and national legislation regarding this matter.  According to the literature 

there are certain parameters for granting a patent, according the Brazilian Constitution:
19

 

 

a) the protected object must be an industrial invention 

which solves, in a new way, a technical problem with 

industrial utility; 

b) the granted privilege will be for a certain period of 

time, as a part of the social interest involved and also 

be useful for the social and economic development; 

c) the privilege shall be granted for the use of the 

invention in order to be compatible with its social 

purpose; 

d) as an exception of the free competition the way of 

interpreting the rights referred to this privilege shall be 

strict; 

e) the patent is characterized as a form of social use of 

the property, which is directly linked to its protection 

time limitation as long as it is useful. Its use must be to 

its purpose in order not to constitute a misuse.  

 

The social utility of the property doesn’t mean that private property hasn’t got 

protection under Brazilian law, but it is a way to assure that its misuse will be hindered. 

It must also be considered that the grant of compulsory license is regulated by the Paris 

Convention in article 5 (Stockholm Version): 

 

(1) Import by the patentee into the country where the 

patent has been granted of articles manufactured in any of 

the countries of the Union shall not entail forfeiture of the 

patent. 

 

(2) Each country of the Union shall have the right to take 

legislative measures providing for the grant of compulsory 

licenses to prevent the abuses which might result from the 
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exercise of the exclusive rights conferred by the patent, for 

example, failure to work. 

 

The misuse of patent rights is the basis for the concession of compulsory license. 

The misuse of rights is a form to grant the proper use of a certain privilege , which can 

be pointed as the way a certain privilege is licensed or by asking different values of 

royalties in order to discriminate a group of competitors and even the unjustified refusal 

to grant a license.  By misusing its privilege the patent holders impose on the society, an 

unjustified monopoly, which may have serious consequences if it is related to the 

pharmaceutical industry.  

 

As a consequence of the constitutional limitations of property right, the law 

regulated the antitrust measures. It means in patent law, that the misuse of a granted 

patent and, it also includes the way it is licensed, may cause damages to free 

competition by distorting the market. It is not a question of gained efficiency, but to 

impose the market certain trade conditions which are not acceptable.   It is also obvious 

that compulsory licenses in cases of anti-competitive practices are subject to a special 

treatment with regard to the remuneration to be paid to the patent holder.
20

  

 

At the Brazilian Antitrust Authority (CADE) we can find 16 decisions related to 

patent.  All of them are associated with concentration acts and the way they may hinder 

the free competition.  All these documents were examined in accordance with the Law 

8,884/94.  Article 54 of this law stated: 

 

Article 54. Any acts that may limit or otherwise restrain 

open competition, or that result in the control of relevant 

markets for certain products or services, shall be submitted 

to CADE for review. 

 

 

In case of the Patent Office, compulsory license of patents were granted in order 

to enable the continuity of the health policy.  As a consequence of this measure, the 

Health Ministry has saved R$ 200 million (US$ 60 million) in the year 2007.The House 

of Representatives (Câmara dos Deputados) has also suggested that the Antitrust 

Authorities should pay attention to anticompetitive actions, regarding the misuse of 

patents. 
21

   

 

The most relevant task to be considered is the abuse of a dominant position.  In 

this case the patent pledge, if it is not granted an open participation of all interested 

parties or if it limits the further development of a new technology may hinder the 

technological expansion and therefore justify an intervention of the antitrust authority.  

The existence of such misuse justifies the grant of a compulsory license, because the 

law can’t tolerate a misuse act to undermine the free competition.  Denis Barbosa, in his 

paper related to this topic, mentions some US decisions which are important to 

understand this point:
22
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“[T]he aims and objectives of patent and antitrust laws 

may seem, at first glance, wholly at odds. However, the 

two bodies of law are actually complementary, as both are 

aimed at encouraging innovation, industry and 

competition.” Atari Games Corp. v. Nintendo of America, 

Inc., 897 F.2d 1572, 1576 (Fed. Cir. 1990). 

FTC File No. 951 0140 - FTC’s Public Reference Branch, 

Room 130, 6th Street and Pennsylvania Avenue, N.W., 

Washington, D.CThe proposed consent agreement signed 

by the firms to settle these charges, announced today for 

public comment, would require the merged firm to divest 

Pharmacia’s 9-AC assets to a Commission-approved buyer 

to ensure that research and development will continue. The 

National Cancer Institute must approve the buyer as well. 

The settlement would require the divestiture to be 

completed within 12 months. Further, if the divestiture is 

not completed within 12 months, the Commission would 

be permitted to appoint a trustee to divest the 9-AC assets, 

including an exclusive license to 9-AC in the United States 

as well as an exclusive or nonexclusive license to market 

9-AC in the rest of the world. In addition, the consent 

agreement would require the merged firm to provide 

technical assistance and advice to the acquirer toward 

continuing the research and development of 9-AC. 

The consent order requires the licensing of specified gene 

therapy technology and patent rights to Rhone- Poulenc 

Rorer, Inc., of Collegeville, Pennsylvania, to put Rhone-

Poulenc in a position to compete against the combined 

firm. It also requires divestiture of the Sandoz U.S. and 

Canadian corn herbicide assets to BASF, a German firm, 

and its flea control business to Central Garden & Pet 

Company, of Lafayette, California, or another 

Commission - approved buyer. 

 

Therefore, specially if considered the patent for medicaments,  there must be a 

caution, regarding the license agreements in order not to establish a non-desirable  

concentration of know how in a few numbers of actors and so not implement further 

development of new drugs.  It must also be stated that patent intermediaries may hinder 

the development of new technological solutions for a certain problem, which means less 

innovation.  It is considered that Patent Assertion Entities (PAEs) use patent fees 

primarily to obtain licence fees rather than support the development or transfer of 

technology.
23

  The task is to sue legitimate innovators by charging them with patent 

infringement in order to achieve their objective.  According to it, it is possible to 

observe an increasing number of law sues related to computer and communications 

patents 
24

 

 

The complexity of misuse of patent rights, on one hand and the benefits of patent 

pledge on the other hand must be carefully analysed in order not to disturb the concept 
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of free competition and to always have policies which encourage a continuous 

innovation process. 

 

Conclusion 

 

 It is not possible to ensure that a rigid patent protection constitutes a 

condition for economic development.  In Brazil, a new Patent Law came into force in 

1996, but the numbers of Brazilian patent files did not increase so much.  The highly 

concentrated technological knowledge  and the insufficient investment in R&D have as 

consequence a lower development rate, especially if considered the lack of interchange 

between University and Companies.  

 

 But on the other hand, the privilege concerning intellectual property law 

should be granted in order to fulfil public interest and it must be pondered that a patent  

restrains competition rights and that compulsory license, as established in many Patent 

Laws, should be used in order to prevent the misuse of this monopoly.  Trade Related 

Aspects of Intellectual Property Rights (TRIPS) also authorizes the granting of 

compulsory license and according to a World Trade Organisation (WTO) Resolution, in 

Doha 2001, human health and the access of proper medication must be considered as a 

human right.  The conflict between the consumers and pharmaceutical industry must 

consider this statement.
 25

  This Resolution was possible after the terrorist attack of Sept. 

11, 2001 and the biochemical terrorism, by using Anthrax, in the USA.  The difficulties 

of granting a compulsory license and also the lack of capacity of local industries to 

manufacture the medicaments were taken into account, which had the consequence of 

allowing the import of these goods, without constituting an infringement of patent rights.  

In this case the TRIPS Council has to be notified.
 26

  

 

  The participation of Universities and Research Centres in the 

technological development is crucial. But it is also important to have a proper legal 

protection as well as an efficient enforcement system in order to assure this 

development.  It is therefore important to understand that the patent protection is 

nowadays nationally granted, but the expansion of regional agreements will have as 

consequence the change of this structure. 

 

Technological policies are one of the most relevant bases for economic 

development.  It is considered vital by many countries, so they have established goals to 

be reached within a period of 10 years and consequently research projects are made by 

Universities.  Germany established the innovation policy for the period until 2020, when 

certain fields will be stimulated, such as transport, security, environment.    

 

A product is commercialised because the consumer wants its benefit, which is 

called consumer’s values.  According to Hans Verhulst
27

  “benefits can be of technical, 

economic, social, environmental or service nature.  Cost of ownership is composed of 

price, time and conflict.”   
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So the idea of granting free and open information related to patent and therefore 

from the newest stand of technological information is positive if it doesn’t have the 

purpose of creating a hinder for further development. 
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