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Pledging patents for free use by others is not necessarily a common way companies think about 

their portfolio of intellectual property [...]. It can be a win for innovators in other parts of the 

world, who might look at these ideas and further them and use them as the basis of additional 

solutions. And it can be a win for those who pledge because it could open up opportunities to 

collaborate with people that you might not otherwise have collaborated with. 

- Wayne S. Balta, Vice President of Corporate Environmental Affairs, IBM (2008)  

Abstract 

Open Innovation Communities (OIC), historically, have seen reluctant behavior in including 

patents and understandably so, considering the oft-quoted Research & Development (R&D) 

expenses and investments in a patent. The economic arguments for inclusion in the OIC are 

hindered as a result of disturbances in distributing costs and benefits and the resource allocation 

therein. It then seems like a welcome measure that popular enterprises and industries are 

making conscious decisions not to assert patents and the rights therein, thereby advocating 

Patent Pledges. While IBM, RedHat and Google have made legally binding commitments and 

Tesla has made a commitment for Patent Pledges through a blog, what remains to be examined 

is the role of Patent Pledges in a developing country scenario, more so, so as to draw from the 

lessons of the developed world, including policy measurers and industry constraints.  

Jawaharlal Nehru, the first prime minster of independent India made a famous “Tryst with 

Destiny” speech on the eve of Indian independence to pledge “dedication to the service of India 

and her people and to the still larger cause of humanity.” Nearly 60 years after independence, 

the Indian tryst with destiny in the arena of healthcare has arrived thereby benefiting thousands 

of patients in the developing nation concerns over affordability of medicines, with the opening up 

of patented medicines through its vibrant compulsory regime, beginning with the now historic 

NatcoPharma Ltd. v. Bayer Corp. case. The stage is now set for Patent Pledges, with India now 

pledging low-cost drugs to the third world and under-developed countries. These promising 

trends, however, should not undermine the need and necessity of Patent Pledges for India, with 

policies in place for technology transfer to benefit India which require policy measurers and 

government drive towards promotion of Patent Pledges. Making an example of the Chinese 

government and its quest to improve its patent regime, thereby encouraging Patent Pledges by 

issuing a series of related patent application pledge subsidy system is helpful to analyze the 

distribution of pledges in a variety of investors including banks, corporations, etc. While high-

tech markets and enterprises find their way in Patent Pledges, can reform be infused in the 

smaller enterprises and organizations who argue on the basis for their limited R&D and the 

investments therein to refrain from patent pledges, considering the enormous contribution of the 

small enterprises to the Gross Domestic Product of a developing economy? What national 

policies based on “community standards” can be advocated to have a sound Patent Pledges 

policy in place? The role of the government is paramount, more so in an economy like India, 

with liberalized tentacles. As the financial stability of a nation is denoted as a key player in 
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liberalizing Patent Pledges and hence is based on the primary market behavior, to remove 

ambiguities, these concerns need to be addressed at a global forum, aspects and concerns which 

will be discussed in this paper.  

 

Introduction: Understanding the Debate 

The epoch-making speech of Shri Jawaharlal Nehru, the first prime minister of Independent India on 

the eve of India’s independence from Britain, of his dreams for India resonates true even today. 

Titled ‘Tryst with Destiny,’ his speech, among other things pledges “dedication to the service of 

India and her people and to the still larger cause of humanity.” Nearly 60 years after independence, 

India’s tryst with destiny in the arena of healthcare has arrived thereby benefiting thousands of 

patients in the developing nation concerns over affordability of medicines, with the opening up of 

patented medicines through its vibrant compulsory regime, beginning with the now historic 

NatcoPharma Ltd. v. Bayer Corp.
1
 case (hereinafter Natco case). Not so long ago, India dreamt of 

making medicines affordable to its myriad population encompassing the poor and the ‘below poverty 

line.’ These dreams became tangled in the web of over-priced medicines for incurable and deadly 

diseases. It was at this decisive stage that the Natco case, India’s first compulsory license, came as a 

sign of relief. This case addressed the core issue of accessibility of life-enhancing drugs for cancer 

patients and its viability under the Indian Patent Act, 1970.
2
 With accessibility of the medicine being 

a little over 2% of cancer patients, the exorbitantly priced medicine was now made available at 97% 

less, well within the ‘reasonable affordable price’ range of the population.
3
 

It is in the light of this singular development that the stage for Patent Pledges is now set, with India 

now pledging low-cost drugs to the third world and under-developed countries.
4
 Understandably, the 

value and potential of a patent is determinant on the Research and Development (R&D) costs 

incurred, thereby rewarding the patent owner with near monopoly rights over the invention as 

reward for her time and efforts is deemed as pertinent. With the criteria for obtaining a patent being 

                                                           
1
 Compulsory Licence Application No. 1 of 2011, available at: 

http://www.ipindia.nic.in/ipoNew/compulsory_License_12032012.pdf (last accessed on 04-06-2015).  
2
 Section 84, The Indian Patent Act, 1970. 

3
 Additional issues addressed are not central to this paper.  

4
 Anon, India pledges new low-cost drugs to developing nations, Business Standard, March 10, 2014, available at: 

http://www.business-standard.com/article/economy-policy/india-pledges-new-low-cost-drugs-to-developing-

nations-114031000198_1.html (last accessed on 04-06-2015).   

http://www.ipindia.nic.in/ipoNew/compulsory_License_12032012.pdf
http://www.business-standard.com/article/economy-policy/india-pledges-new-low-cost-drugs-to-developing-nations-114031000198_1.html
http://www.business-standard.com/article/economy-policy/india-pledges-new-low-cost-drugs-to-developing-nations-114031000198_1.html
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at an all-time high,
5
 it is now imperative that to foster innovation a regime of open innovation is 

advocated.  

Open Innovation Communities and Patents  

Open Innovation Communities (OIC), historically, have seen reluctant behavior in including patents 

and understandably so,
6
 considering the oft-quoted R&D expenses and investments in a patent. The 

economic arguments for inclusion in the OIC are hindered as a result of disturbances in distributing 

costs and benefits and the resource allocation therein. While commentators emphasis on a 

collaborative environment to drive innovation, OIC has effectively facilitated innovation by efficient 

interoperability. It then seems like a welcome measure that popular enterprises and industries are 

making conscious decisions not to assert patents and the rights therein, thereby advocating what is 

termed as ‘Patent Pledges.’ It is clear that one of the solutions promoted in light of the sky-rocketing 

costs of patent and their open accessibility for use is patent pledges.
7
 Plainly understood, patent 

pledges are initiatives taken by current patent owners against enforcing their rightful ownership 

rights of a patent if certain conditions are met.  Patent pledges are modeled loosely around the 

‘commonness’ argument and are seen as incentivizing the general public in multifold ways. Seen 

from this perspective, the idea of the patent owner leaving his patent open sounds promising.  

 

Accentuating the Debate 

 

There is, however, another side of the coin, with growing concerns surrounding the present 

regime of patent pledges, riddled with riders. Though at its nascent stage, one of the early 

concerns revolves not only around the ambiguous nature of, for example, the Tesla patent 

pledge, but also of the reflection of patent pledges when it comes to the impact to developing 

nations. It is this conflux of the emerging relationship between patent pledges and the developing 

nations that will be examined and explored in this paper. 

                                                           
5
 KSR International Co. v. Teleflex Inc., 550 U.S. 398 (2007). This decision raised the threshold for the test of an 

inventive step, emphasizing the need to attribute creative and innovative abilities to a person skilled in the art. 
6
 Clark D. Asay, Patents and Open Innovation, available at: 

http://www.card,ozo.yu.edu/sites/default/files/Asay.Clark_.pdf (last accessed on 04-06-2015) 
7
 Anne Kelley, Practicing in the Patent Marketplace, 78 THE UNIVERSITY OF CHICAGO LAW REVIEW 115 

(2011). 

http://www.card,ozo.yu.edu/sites/default/files/Asay.Clark_.pdf
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 It was in June 2014 that Tesla Motors decision to no longer “initiate patent lawsuits against 

anyone who, in good faith, wants to use our technology”
8
 brought about criticism and praise 

alike about how the value of patents would now be effectively slashed, followed by Toyota’s 

similar commitment. Together with the IBM patent pledge, the need for optimizing a society for 

innovation is now paramount. IBM pledged that it will not assert over 500 of its patents on the 

same day over 3200 patents were issued to IBM in the USA in 2004, an example of striking the 

balance between propriety and open.
9
 A more general way to freeze patent rights in order to 

shelter users and developers against patent infringement consists in committing not to sue those 

who rely on and adhere to a statement of permitted use. 

In Tesla, the concerns, however, are numerous, the paramount based on the question of ‘good 

faith’ and the inert consequences for a developing country with respect to the developed country 

understanding of ‘good faith,’ as the term is vague, undefined and unscrutinized, while also 

including the very foundational question of ‘why’ these makers and holders of patents would 

want to surrender the patents brought about by huge investments and R&D costs. Other concerns 

run parallel, for example, the concern of the legality of Tesla’s pledge delivered by virtue of a 

blog posting made on Tesla’s website and the resultant ramifications of those who act on it. 

These are entangled in a web of contract law, intellectual property law and lexfori issues along-

with the connected matters of arbitration and mediation.  

Much has been said about the ‘legality’ of Tesla’s pledge, its enforceability and the binding 

nature, if any, of a patent pledges over a blog. These concerns are not to be taken lightly in light 

of a possible boom of using Tesla’s pledge patent. The enforceability of the pledge is of 

paramount concern, as if acted upon by a developing country, the ramifications of the use should 

not be clouded by a web of litigation. The ambiguity in Tesla’s pledge opens the doors to varied 

interpretations especially with regard to the irrevocable nature of the pledge.  

                                                           
8
 Elon Musk, All Our Patents Belong to You, (June12, 2014), 

http://www.teslamotors.com/blog/all-our-patent-are-belong-you. (last accessed 05-06-2014). The blog mentions that 

Tesla motors “will not initiate patent lawsuits against anyone who, in good faith, wants to use our technology.”  
9
 David J. Kappos & Ray Strimaitis, Collaborative Innovation and the Patent System – Replacing Friction with 

Facilitation , 

http://www.immagic.com/eLibrary/ARCHIVES/GENERAL/IBM/I051024K.pdf  

http://www.teslamotors.com/blog/all-our-patent-are-belong-you
http://www.immagic.com/eLibrary/ARCHIVES/GENERAL/IBM/I051024K.pdf
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Other company’s have also previously pledged their patent, like Google for example.
10

 These 

illustrations should assist us in further crystallizing the argument that intellectual property and 

the rights therein should not effectively be based on the model centered on monopoly and 

unprecedented control over the produce. The initial aim of intellectual property rights and the 

need and desirability to benefit the holder of the patent should not prejudice the public interest as 

it is pertinent that near-monopoly rights accredited to the patentee needs public disclosure, 

aspects that would adequately teach those in the relevant art more about the patented invention. 

In this context, criticisms surrounding software patents, in particular, revolve around deprivation 

of the inventive concept to the public and its meaningful access thereof, all in the face of unjust 

rewards of near-monopoly rights to the patentee. Over time, remedies have been sought to 

distribute these unequal distributions, of which patent pooling and the FRAND are the best cited 

examples and the most recent addendum to which is patent pledges. While developed countries 

have their examples of patent pledges, developing countries with their divergent economies can 

be the best receptor of such a system, if well oiled. In India with a Gross Domestic Product 

(GDP) of 1.877 trillion USD as opposed to the GDP of 16. 77 trillion USD in USA in 2014,
11

 

and with s staggering poor population
12

 and an ever-widening gap between the rich and the 

poor,
13

 it is but obvious that a host of solutions can be brought about by the benefits of ‘open’ 

patent received through pledging. Though voluntary in nature, the concern centered around 

Tesla’s patent pledge is specific to the economic viability for developing nations to have a patent 

pledge regime modeled on the lines of the current developed country scene? The additional 

question of the desirability of uniformity towards acceptance of the current regime of patent 

pledges remains writ large.  

                                                           
10

 Google made an open patent non-assertion pledge to abstain from initiating a lawsuit or other legal proceeding 

against any developer, distributor or user of any of its free and open source software patents. Although intended to 

be legally binding and irrevocable, like the Red Hat and IBM pledges, Google reserved the right to terminate its 

pledge with respect to any third party initiating an infringement suit or other legal action against Google or entity 

controlled by Google. The Google pledge also included a statement that Google would require any person or entity 

to whom it sells or transfers any of the pledged patents to be bound by the pledge and place a similar open source 

pledge requirement on any subsequent transferees. For more, see, http://www.google.com/patents/opnpledge/pledge/ 

(last accessed on 05-06-2014). 
11

 World Bank data available at: http://data.worldbank.org/indicator/NY.GDP.MKTP.CD (last accessed on 05-06-

2014). 
12

 In 2012, the Indian government stated 21.9% of its population is below its official poverty limit. The World Bank, 

in 2011 based on 2005’s PPPs International Comparison Program, estimated 23.6% of Indian population, or about 

276 million people, lived below $1.25 per day on purchasing power parity. 
13

 Anon, Poor-rich Gap Growing in India, Asia-Pacific: UNESCAP, October 3, 2014, 

http://articles.economictimes.indiatimes.com/2014-10-03/news/54599647_1_income-inequality-gini-coefficient-

poor-rich-gap (last accessed on 04-06-2015)  

http://www.google.com/patents/opnpledge/pledge/
http://data.worldbank.org/indicator/NY.GDP.MKTP.CD
http://articles.economictimes.indiatimes.com/2014-10-03/news/54599647_1_income-inequality-gini-coefficient-poor-rich-gap
http://articles.economictimes.indiatimes.com/2014-10-03/news/54599647_1_income-inequality-gini-coefficient-poor-rich-gap
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India, though, has taken the first step in a dual manner, by the “The Protection and Utilization of 

Public Funded Intellectual Property Bill, 2008”
14

 and by committing to make available to 

developing countries newer generation life-saving drugs,
15

 my arguments are closely placed 

regarding the benefit that can be accrued by having patents pledged for the development and 

innovative activities of various sectors in India as is the case with China. 

 

Taking the High Road: China’s Exuberance in Patent Pledges 

 

While attempting to find solutions, attention has to be drawn towards the efforts of the Chinese 

government’s efforts to make use of the vast resources available as a result of patent pledges for 

furthering industries. Patent pledges topped Chinese Yuan (CNY) 25 billion for the first time, 

totaling CNY 25.4 billion, representing an increase of 80% over 2012. Since the initiation of the 

IP Pledge Pilot Project (hereinafter the Project) in 2008, patent pledges have increased at an 

average rate of 112% to a cumulative value of CNY 63.8 billion, thereby further bolstering and 

opening up industry and fostering innovation. These aims and goals have been achieved by 

China by an enhancing the intellectual property financial services sector and by promoting an 

intensive combination of intellectual property and financial resources that strengthens innovative 

development strategies at both the company and the regional level. Statistics from the State 

Intellectual Property Office of the People’s Republic of China (SIPO) for 2013 reveal the 

achievements of China in relation to IP financial services sector as a result of opening up the 

innovations.
16

 Along-with the Project, another development of 2008 was the IP investment and 

financing services pilot project in 29 regions in China. Collectively, these two projects 

effectively promoted the widespread use of intellectual property and its financial services 

                                                           
14

 The Public Funded IP Bill makes it mandatory for such grant recipients for time-bound disclosure and IP 

protection of all R&D supported with federal funding. The Act was introduced with laudable objectives as: to ensure 

that benefits of public funded research reach the public, create an environment in which wealth can be generated 

from the University system and forge more closer academia-industry partnerships etc. Though withdrawn, it was one 

of the first steps by the government to recognize the importance of IP in the public space.  
15

 Anon, India Pledges New Low-Cost Drugs To Developing Nations, Business Standard, March 10, 2014, available 

at: http://www.business-standard.com/article/economy-policy/india-pledges-new-low-cost-drugs-to-developing-

nations-114031000198_1.html (last accessed on 04-06-2015).   
16

 Statistics from SIPO revealed that Chinese companies have secured 25.4 billion Yuan credit with patent right 

pledge, up 80%, adding up to a total of 63.8 billion Yuan with annual growth rate of 112%,  since the Project was 

launched in 2008. For more, see, http://english.sipo.gov.cn/statistics/ (last accessed on 05-06-2015). 

http://www.business-standard.com/article/economy-policy/india-pledges-new-low-cost-drugs-to-developing-nations-114031000198_1.html
http://www.business-standard.com/article/economy-policy/india-pledges-new-low-cost-drugs-to-developing-nations-114031000198_1.html
http://english.sipo.gov.cn/statistics/
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throughout China and patent pledges in Guangdong, Beijing, Zhejiang, Hubei, Tianjin, Shanxi, 

Jiangsu, Liaoning, Shandong and Shanghai each exceeded CNY 1 billion.
17

-
18

 

These achievements of China lead us towards the common advantageous goals of a patent pledge 

to pool intellectual property in order to provide the resources necessary for defence against 

infringement challenges are diluted when affixed with a developing nation’s economy with high 

litigation rates and low R&D investments.
19

 One only has to look to the extensive IP licensing 

markets to see the many types of solutions that have been effective in reducing transaction costs 

across thousands of transactions over the past thirty years, including solutions as diverse as 

patent pooling and patent pledges. 

With the traditional understanding of the patent monopoly paving way for examining the role of 

exclusive rights in stifling progress of science and arts and hence to advocate a regime of sharing 

patents with a community who can develop and bring those ideas to the market faster rather than 

pilling it up, the stage is all set for the involvement of patent pledges for developing nations in a 

big way. These collaborations now need to be addressed at a global scale as in today’s world, no 

single individual, single government or a single country has the resources for tackling all the 

tough technology problems. 

Taking the specific example of the growing role of green technology and the desirability and 

need to transfer has entailed debated centred around the relaxation mechanisms to be devised to 

enable an effectual technology transfer, more so, from the developed to the developing world, 

these technologies are paramount to climate change solutions. The arguments in support of a 

regime of technology transfer between the developed and the developing nations concentrate on 

the effective use of ‘compulsory licenses.’ In the context of patent pledges, it is of importance to 

talk about the non-assertion patent known as Eco-Patent Commons launched by IBM, Nokia, 

Pitney Bowes and Sony in partnership with the World Business Council for Sustainable 

Development (WBCSD) that was formed for protecting green technologies and “and encourage 

collaboration for new innovation through an online collection of environmentally beneficial 

                                                           
17

 Anon, Chinese patent pledges exceed CNY25 billion in 2013, March 18, 2014, 

http://www.lexology.com/library/detail.aspx?g=5a6224a0-c55e-434c-997e-e87f299d8a12 (last accessed on 04-06-

2015). 
18

 Anon, Patent Right Pledge Financing Amounted to 25 Billion Yuan, March3, 2014, 

http://www.chinaipr.gov.cn/policyarticle/policy/statistics/201403/1801673_1.html  (last accessed on 04-06-2015). 
19

 Jennifer Cloer, OSDL Announces Patent Commons Project, OSDL, Aug. 9, 2005, as cited in Ashley Chuang, 

Fixing The Failures Of Software Patent Protection: Deterring Patent Trolling By Applying Industry-Specific 

Patentability Standards, 16 SOUTHERN CALIFORNIA INTERDISCIPLINARY LAW JOURNAL 215 (2006). 

http://www.lexology.com/library/detail.aspx?g=5a6224a0-c55e-434c-997e-e87f299d8a12
http://www.chinaipr.gov.cn/policyarticle/policy/statistics/201403/1801673_1.html
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patents pledged by the member companies for free use by anyone.” 
20

 This network is created 

exclusively for environment related aspects so as to facilitate innovations and solutions to create 

positive changes for protecting the environment. Among its other aims is the need felt for 

evolving a sense of comradeship for business that pledge patents so as to promote and encourage 

collaboration and co-operation therein. In the context of patent pledges towards climate change 

have been satisfying though low.
21

 These are positive steps that will go a long way in the organic 

growth of patent pledges worldwide, more so as climate change remains a burning issue. 

However our present horizons of patent pledges needs to be expanded so as to specifically 

include the dilemmas and distress of the developing world. The added advantages should flow 

naturally for the developing world while stressing that these patent pledges should not be treated 

as a patent donation and hence should not be part of the deductable part of the company’s taxable 

income. These patent pledges should also not amount to ‘Patent Dumping,’ thereby giving away 

patents that are effectively redundant or valueless.     

The judicial trends also seek attention in the nature of patent pledges taking the effect of either 

estoppel (for those who can show reliance on the pledge) or implied license (for those who lawfully 

acquire and utilize the technology covered by the patents).
22

 The desirability to also look into the 

divergent approaches garnered by the United States Trade Commission (USITC) and the District 

Courts of US throw light on the path, though it is suggestive that both bodies should deny 

exclusionary relief where the Standard Essential Patent (SEP)  owner has made F/RAND 

commitments within an Standard Setting Organization (SSO) setting.
23

 These issues are alarming in 

the face of SEP owners brining more and more suits claiming infringement despite prior 

commitments made to license. While there are drawbacks in both, exclusionary relief which prevents 

the other party from practicing the infringing invention, may undermine the F/RAND commitment 

by allowing the SEP owner to assert the patent without an offer to license to the alleged infringer. 

Monetary damages, on the other hand, may be viewed as a form of compulsory licensing where the 

court permits the alleged infringer to continue practicing the patented invention at the cost of a 

                                                           
20

 See, https://ecopatentcommons.org/. (last accessed on 04-06-2015). 
21

 Bronwyn H. Hall & Christian Helmers, Innovation And Diffusion Of Clean/Green Technology: Can Patent 

Commons Help? 66 JOURNAL OF ENVIRONMENTAL ECONOMICS AND MANAGEMENT 33 (2013).   
22

 Jason Schultz and Jennifer M. Urban, Protecting Open Innovation: The Defensive Patent License As A New 

Approach To Patent Threats, Transaction Costs, And Tactical Disarmament, 26 (1) Harvard Journal of Law & 

Technology 1 (2012).  
23

 Helen H. Ji, District Courts Versus The USITC: Considering Exclusionary Relief For F/Rand-Encumbered 

Standard-essential Patents, 21 MICH. TELECOMM. & TECH. L. REV. 169 (2014).  

https://ecopatentcommons.org/
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reasonable rate determined by the court.
24

 While, understandably, patent pledges are assurances 

against patent infringement, provided certain terms and conditions are complied, what needs to come 

under scrutiny is what can we say are these terms and conditions and how suitable are they to the 

developing nations? 

There are also suggestive mechanisms in place for safeguarding the organizations that pledge 

patens, which is now termed as “defensive termination,” whereby these patent pledges can be 

terminated if the third party asserts the patent as their own and against the pledging company, 

thereby clouding doubts on the irrevocability of the patent pledges. These possibilities of 

revocability termed as “defensive termination” more often than not do not apply to other 

pledging firms in the commons unless the primary IPC of the asserted patent is on the commons 

IPC classification list. Hence, even other members of the commons do not benefit from 

unconditional royalty-free access to the pledged patents. The fact that companies retain 

ownership rights also means that they have to bear the cost of maintaining the IP right, that is, 

they must pay any fees required to keep the patent in force.
25

 

 

Patent Pledges for Developing Countries: The Vision 

 

From the perspective of economies that are developing, first and foremost, it is of great essence 

that “valuable” patents are pledges. This is central to the nature of patents in the pledged patent 

as being a decisive factor in determining its efficiency in a developing nation scenario. The need, 

hence, is to understand that firms should pledge valuable patents and not the outdated and 

invaluable once, especially in the context of a developing economy. 
26

 Cronin (2008) argues in 

her article in Greenbizz that the patents contained in the EcoPCare of little value as they protect 

outdated technologies. As a solution to this problem, Cronin suggests including novel non-

                                                           
24

 Helen, ibid. 
25

 Bronwyn, supra note 21. 
26

 Bronwyn, supra note 21. See also, Alexy, O., and M. G. Reitzig, Gaining It By Giving It Away: Capturing Value 

In ‘Mixed’ Appropriability Regimes, (2010)  available at SSRN: http://ssrn.com/abstract=1430328 (last accessed on 

04-06-2015). 

http://ssrn.com/abstract=1430328
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patented inventions that have not been made public before, presumable because they were 

protected via trade secrecy that may be done in the form of defensive publications.
27

 

In the myriad kinds of patent, the utmost concerns are linked to green technology related patents 

and software patents….what can be better for a developing country? Which leads us to the 

EcoPC initiative in a pledge by Pitney Bowes “that protects electronic scales from being 

damaged when they are overloaded.”
28

 In a review of the EcoPC initiative, Srinivas (2008) lists a 

number of problems with the initiative. He argues that the technologies protected so far by 

patents in EcoPC “have a very limited application in the further development of technologies in 

key sectors.” Though he does not provide proof for this assertion, he claims that more important 

players in the market for climate-change related technologies have to join the commons in order 

to make it an effective tool for the dissemination of relevant technologies. He is also sceptical 

that simply providing royalty-free access to single green patents will have a significant impact on 

the diffusion of green technologies as most technologies are covered by multiple patents which 

are not included in the commons.
29

  

The concerns of reasonableness of royalties to be duly imposed in the case of pledges also 

demand attention. In the specific case of a developing nation, ‘reasonableness’ in royalty should 

mean royalties that the patent holder could obtain in open, up-front competition with other 

technologies, not the royalties that the patent holder can extract once other participants are 

effectively locked in to use technology covered by the patent.” The interpretation of “reasonable 

royalties” comports with patent law and is now widely accepted by economists and policy 

makers.
30

  

From a developing country perspective, these pertinent questions remain and are more so 

centered on patent pledges related to whether a conceptual framework for explaining the 

diversity in the need for a type of patent to be pledged can be placed? How should the patent 

system deal with these differences? Should patent laws be tailored to industry specificities or 

should they be kept as homogeneous as possible so as to promote diversity. Will pledged patents 

lead to innovations that may diffuse more broadly than otherwise? Or is it a dead end, where lack 

                                                           
27

 Nancy Cronin, Growing the Eco-Patent Commons to Truly Promote Green Innovation, 

http://www.greenbiz.com/blog/2008/04/15/growing-eco-patent-commons-truly-promote-green-innovation (last 

accessed on 04-06-2015). 
28

 Bronwyn, supra note 21. 
29

 Bronwyn, supra note 21. 
30

 CARL SHAPIRO & HAL R. VARIAN, INFORMATION RULES: A STRATEGIC GUIDE TO THE 

NETWORK ECONOMY 241 (1998). 

http://www.greenbiz.com/users/nancy-edwards-cronin
http://www.greenbiz.com/blog/2008/04/15/growing-eco-patent-commons-truly-promote-green-innovation
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of patent protection will nip potential innovation in the bud due to a perceived lack of available 

financial returns? Why would firms find it worthwhile to allow nonexclusive royalty-free 

licenses to a set of patents while simultaneously incurring the cost of keeping them in force? 

Why not simply allow the patents to lapse, effectively publishing the contents defensively? 

While these concerns have yet to be addressed formally, much of the desired results can be 

yielded by bringing into play the aspect of agreeing on engaging on the practise of patent pledges 

by using “community standards” as the test as laid down  in Miller v. California, a Supreme 

Court decision that defined the standard for determining obscenity. Miller instructs that a jury 

should apply their own community's standards to determine whether material is obscene.
31

 

 

Also, the issues central to the varied forms of patents across these industries are of a similar 

nature. Specific to software, the mobility rates of a digital good such as software is high, 

considering that it can be easily moved around the world and has hence created issues for a 

product that are supranational. There have been concerns with transferring software around the 

world, particularly in the case of exporting encryption algorithms and the applicable code, 

because this was seen as exporting weapons, under the Wassenaar Arrangement
32

, therefore 

some licenses include clauses specifying compliance to a specific countries export laws.
33

  

Over time, patent pledges have managed to cater to the need of a select few. The distribution of 

benefits in this manner is most visible from RedHat’s offer made to a particular OIC population 

(FOSS community, thereby leaving aside, for example, hardware that might be offered under an 

open license yet run on proprietary software
34

, an essential criterion for developing nations). In 

addition to the concerns that emerge in the absence of a reciprocal agreement to keep the 

technology open, there are also existing concerns raised on whether desirability for the legal 

benefits from a particular patent pledge requires demonstration or acceptance of the pledge. 

                                                           
31

 413 U.S. 15 (1973). In Miller, the Court spoke of using “contemporaneous community standards” for determining 

obscenity. This language was incorporated into COPA. 47 U.S.C. § 231(e)(6) (Supp. V 2000), though controversial 

and not sought as the best alternative to regulate content.  
32

 For more, see, http://www.wassenaar.org/ (last accessed on 05-06-2015). 
33

 Darren Skidmore, Too Many Open Source Licenses! But do the Existing Licenses Adequately Encompass the 

Diverse Needs and Concerns of Particular Stakeholders?, TOSSAD WORKSHOP PROCEEDINGS, pp. 17-27, 

C.Cilingir, K. Erkan, eds., (2006).  
34

 Red Hat, Inc. Statement of Position and Our Promise on Software Patents, 

http://www.redhat.com/legal/patent_policy.html (last accessed on 04-06-2015). 

http://www.wassenaar.org/
http://www.redhat.com/legal/patent_policy.html
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Thus, it is unclear how broadly these benefits extend because there is no known record of who 

has specifically relied on each pledge.  

The variance in the different pledges so far are also cause for additional discussions regarding 

the true nature of a pledge. Red Hat’s pledge is comparatively broad. IBM’s pledge, which is 

directed to open source software (as defined by the OSD) is far narrower, mentioning only 

specific patents.
35

 This has led to some uncertainty about the pledge’s scope, and concerns that 

IBM’s pledge includes meaningless “junk” patents instead of the more valuable “crown jewel” 

patents that might pose a more direct threat of litigation, and as mentioned earlier, Patent pledge 

should not result in patent pledge dumping. These pledges can also result in minimizing benefits 

of the technology and its interoperability if important portfolios are left out and if the supposed 

beneficiaries are riddled with information costs and extensive search as is done by Eco-Patent 

Commons and the Creative Commons Green-Xchange approaches, if they want to make sure that 

they have freedom to operate.
36

 Both of them provide patent pledges only on a patent-to-patent 

basis. The limits based on the ability to enhance the benefits and fully distribute the costs of 

patent pledges hence need attention, as a commentator aptly points them out that in the OICs and 

the distribution therein between licenses, the pledges and the models concentrate specifically on 

the patents within that already have significant patent portfolios without requiring any of the 

beneficiaries of the pledges to bear similar costs. They are not distributed in the same way that 

knowledge, technology, and licenses are distributed in OICs more generally, thereby limiting, in 

terms of their ability to support expectations of technology neutrality and interoperability by the 

common feature of restricting the protection to specific OICs. 
37

 Further, even for pledges 

offered by a member of an OIC, there has been some tension as to the exact commitment 

embedded within each pledge, especially as there is no standardized legal language for OIC 

pledges.
38

 Beyond their limited reach in practice, a lack of perceived reliability is likely the 

greatest limitation on pledges’ ability to alleviate patent concerns in OICs.  

                                                           
35

 Jim Zemlin, IBM’s Open Source Patent Pledge, http://www.linuxfoundation.org/news-

media/blogs/browse/2010/04/ibm%E2%80%99s-open-source-patent-pledge . (last accessed on 04-06-2015). 
36

 Eco-Patent Commons: Joining or Submitting Additional Patents to the Commons,  

http://www.wbcsd.org/web/projects/ecopatent/EcoPatentGroundRules.pdf (last accessed on 04-06-2015); About the 

GreenXchange, GREENXCHANGE, http://greenxchange.cc/info/about (last accessed on 04-06-2015). 
37

 Jason, supra note 22.   
38

 Compare the statements made by Red Hat Statement, with IBM Statement, Google or Tesla. 

http://www.linuxfoundation.org/news-media/blogs/browse/2010/04/ibm%E2%80%99s-open-source-patent-pledge
http://www.linuxfoundation.org/news-media/blogs/browse/2010/04/ibm%E2%80%99s-open-source-patent-pledge
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Concerns around the applicability of the legal doctrines of estoppel and implied license are also 

paramount, more so as the licenses can be withdrawn under many circumstances and therefore 

reliance on an extant patent pledges carries uncertainty.
39

 Another concern relates to the fact that 

as these pledged patents are always almost entirely under the control of the pledging firm, 

chances of choosing of withdraw are prevalent, thereby leaving persons involved in the pledges 

stranded. Additionally, our combined efforts should also lie in understanding the ramification of 

the patentee as these pledges come within the sole control of the patentee.
40

 Therefore, an entity 

that pledges important patents can, in theory, strategically withdraw its pledge once a technology 

becomes central to a network or otherwise especially valuable and can lead to catastrophic after-

effects.
41

 

In another example, while the benefits from FRAND are numerous, the downfalls are 

catastrophic as the full benefit does not seep down. It is of even more importance when 

unequally placed economies come in close contact. The 2008 example of Microsoft’s 

ActiveSync protocol for synchronizing calendar, emails and other information between smart-

phones and PCs was subsequently placed under the RAND licensing terms wherein all relevant 

patents were to form part of the licensing terms. It is Microsoft’s refusal to license its patents to 

Android OEMs on a standalone basis, insisting instead that they license the more expensive 

“Android Licensing program,”
42

 which ties in the SEPs with other non-essential patents, similar 

to the idea of a pre-packaged set menu that is problematic.  

The result of this arrangement was a jump from the 0.33 dollar license under RAND for 

ActiveSync to 5 - 15 dollar charge made by Microsoft for the said device under the ‘pre-

packaged set menu’. The strategy of Microsoft’s if adopted in the near feature in the context of a 

                                                           
39

 See Joe Mutschelknaus, Spillover Effect: Investigating Patent Implications to Open-Source Software Copyright 

Licensing, 19 FED. CIRCUIT B.J. 409, 428–29 (2009). 
40

 See, generally, OSDL, Open Source Development Labs, Understanding Patent Pledges: An Overview Of Legal 

Considerations (2006), http://www.patentcommons.org/publications/OSDL_Whitepaper_Final_final_4-12-06.pdf 

(last accessed on 04-06-2015) (describing the doctrines of implied license, equitable estoppels, and laches as applied 

to patent disputes). See also, Mariateresa Maggiolino & Maria Lillà Montagnani, Standardized Terms and 

Conditions For Open Patenting, 14 (2) Minnesota Journal of Law, Science & Technology 785 (2013).  
41

 This likelihood is no doubt limited by the damage a firm would incur to its reputation by taking such an action. 

Further, to some extent, OICs can do what they do best —design around the issue — but this response is limited in 

effectiveness when the patents in question are sufficiently broad. It is a more effective response in the copyright 

realm, where threatened code can be rewritten to overcome the more narrowly construed copyright protection. See 

also, Jason, supra note 22. 
42

 For more, see, https://source.android.com/source/licenses.html (last accessed on 04-06-2015).  

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=2298593##
https://source.android.com/source/licenses.html
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bait and switch licensing for the RAND promise for “low royalty rates” may not ideally fall 

under the “reasonable” criteria thereby putting the burden of increased costs on the customers. 
43

   

 

Conclusion 

 

A harmonious conflux of the liberating structure of a pledged patent can be effectively used as a 

mechanism to foster innovation between a developed and developing economy and thereby build 

more holistic economies and relationships. An accomplishment of these aims require more 

explicit assent, commitment, and accountability mechanisms that rely on legal doctrines with 

lower burdens on OIC users, obligations to enforce the commitment as to successors-in-interest, 

and limiting the ability of pledging firms to engage in gamesmanship by offering only some 

relevant patents under the pledge. Additionally, the need to address criticism and concerns, more 

so as the viability of patent pledges will depend on its usefulness to the developing world, out of 

which reciprocal obligations/commitment that can be imposed are of paramount consideration.  
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